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ABSTRACT 

Nevv z eala nd es ta bli s he d the Trade Marks Act 2002 to m ee t th e s ubs ta n­
ti a l cha nges in trade m ark ma tte rs over th e p as t 50 yea rs. Partic ular fo­
cus was pl aced o n improving th e pro tec tio n of trade m ark right s fo r 
business a nd econo mic in te res ts . As Maori gro ups' concern s rega i·din g 
th e fo rme r Trade Marks Ac t inte n sified. th e Governme nt s a lso bega n ex ­
te nsi ve cons ulta ti o n o f Maori. revealing the dile mm a fo r Maori c ultural 
prope rty whe n forced unde r Wes te rn-o ri ente d tra de m ark lavl sys te ms . 

Thi s researc h p ape r a na lyses t he new Act with respec t to its 
refere nces to Maori . It foc uses o n th e uniq ue sec tions 17(1 )(b)(ii) a nd 
177 to 180 and th e Governm e nts· aims a nd inte ntio ns th a t un derpin 
th ese regul a ti ons . 

Analysis of th e pa pe r aim s to show the m eaning of the law in 
trade mark prac tice , w ith regard to Maori and business peopl e. T he pa­
pe r is b ased on th e thesis th a t the Act is di sho nes t legisla ti on . It a rgues 
th a t th e Governme nt presented the law as a significa nt improve men t in 
all relevant ma tte r s; in particul ar. as law th a t for the firs t time prov ides 
Maori knowledge a nd c ultural he ritage with legal pro tec tion. 
It is s hown , however , that th e Ac t nei the r provides bu siness/econo mic 
inte rests, nor Maori with satisfying law. T he p aper concludes th a t th e 
Governm e nts were not interes te d in revealin g t heir actual in te n tions in 
trade m ark m a tte rs . T he Governments' political in terests did no t a llow 
th e m to exclusively foc us o n b usiness a nd econo mic interes ts . T herefo re . 
th e Governme nts introduced a few M a01i regul a ti ons . 

This research paper contains approximately 12,413 •..vords (excluding abstract, 
table of contents, bibliography and .footnotes). 



I INTRODUCTION 

Perhaps the m ost fundamental intel lectual propert y r ight possessed 

hy an inui genous people i s the ri ght to define w hat their intellectual 

pro pert y is. the ri ght to determine the e:\ tent and m eaning o f the body 

o f know ledge w h ich shapes. :.J.nd is in turn shaped by . the cultural 

heritage. 1 

New Z e ala nd intro duced new tra d e m a rk law . t he Trad e Mark s Act 2002. 

w hi c h was e nfo rced o n 2 0 A ug u s t 200 3 a nd re pl ace d the Trade Marks 

Ac t 19 53 . Th e G overnme nts a imed a t resp o ndin g to c h a n ges and d evel­

o pme nt s in inte llec tua l pro p e rty. both o n n a ti o n a l a nd inte rn a tio na l le -

e ls. Th e Governm e nt s were a mbi tio us in c rea ting legisla tio n w hich ta kes 

d eve lo pme nts into acc o unt that h ave h a ppe n e d within th e las t 50 yea r s . 

Pa ul S umpte r s umm a ri sed the n ew Ac t w ith th e ·word s " [t]he new law I S. 

m a se n se. simply a tid yin g-up process of a c ulminatio n of c h a n ges. ''2 

Obta ining a m ore e ffec tive a nd s m oothl y o p e r a tin g trade m a rk 

sys te m in accorda nce w ith m o d e rn tr a d e a nd b u sin ess r e quire m e n ts was 

a fund a m e nta l reas o n for es ta bli s hin g th e Act. 3 An o th e r important at m 

w a s to reac t to M a ori w ho h ave b ee n inc reasin g ly expressin g complaints 

a b o ut tr a d e m a rk law durin g th e p as t yea rs. 

Maori lawyer M a ui Solo m o n ex pl aine d th e M ami c o nce rn s: 

" !T ith e W es te rn inte ll ectua l pro p e rty rig h ts lega l syste m h as bee n p laced 

o n a direc t colli sio n course with th e c u s to m a ry in te llec tu a l prop e rty 

ri g hts sys te m o f indigen o u s p eopl e. 4 Tra d e m a rk law ca u s e s trouble s fo r 

th e ir c ul tural integrity beca use " tra de m a rk s m ay pote nti a lly involve th e 

1 M .l ac k ~<lll Tc Plt{' ltri ngu Tuongu T uku /It o o ngu Tipun o . P rOiecting 1/te Trcosu n ' of' our A nces1nrs 
quo ted in Robert Jahn ke and Huia Tomlins Jahnke "The Pol i ti cs of Maori Image anJ Desi gn .. 120031 
7( I l I k Pu kL·nga Korcrn. A Jl)urnal of Maori Stud i e~ 5. 7 . 
: Paul SumplL-r Tmde /\ l urks in PracTice ( Lex i ~ Nex i s Nevv Zealand Ltd. Wellin t! to n . 200-1-) Pre face v ii . 
' T he ~ tru n gL·' t i n !'l uence came probabl y f rom TR I P~. the T rade Related ,\ ~ pc:t ~ u f In te llectual Prop­
ert ) Ri ghh .-\ g rn' ll lL' nt ( l :'i A pril 199 -1- l 1869 l iNTS :299: ( 1994 ) -~=' I LM R I. It G IIIIL' intu e lleL'l u n 01 
.lanuar ~ l ')') .'i ;Jml 11;1 ~ ~ i g n ed hy Nell' Zealand 1>n l :'i April 11)9-1-. /\ t tilL' ~ alllL' ti111L' :--..iL'\1 ZL·;tl and ha1·e 
g<>t ;1 lllL' Ill hL· I· ll f thL· \\ 'orld Tr;ILiL' Organi ~;1ti on ( \ \'TO) < http:!/11 t<u >rg> (la~ t aL·L·e..,..,L·d 1>11 :23 l :ehruan· 
( l:'i) i 11 1')')-1- . 
1 S1 1' ' l :ra nkL·I ;111d (iL'() Il i\ k l .a\ l nTr'i!ec·Tuul f>ruf lC'I"l\" in t\'c 11 · /.C"u!uncl ( l .L''\ i '- 0iL''\ i ' l{uttL'rl\lll'th . \\\· 1-
ll ll ~ t ll ll. ~ ()() ~ 11J'J lJIIIl tl l l ~ 0-'laui S, >ll>ll1Uil " lndi ~L' IlDII' i'L'op k R i g ilh ' L'I''-ll'- lill L' i kc: t u ; tl l' n>pL·rt~ 

~~ ~ ~ Ill ., .. 111 Tt~l l l . l ' IL'd 1 (',1/, ·cfil 'l ' 1/uu/c ll l N i ,t:fll, uf /Juci/lc l ' cCif'lc · , 1111111;111 R1ght .., ( ·,,1111 111 ..,.., 11 >11 . ~ ()()() _ 
(, ~ 



m1 s use o r appro pri a ti o n of M a01i [word s ] . sy mb ols or o th e r m a tt e r s 

w hic h ca n be ca tegori se d as a .. sign' ' unde r tra d e m a rk law. 5 

Thi s pa p e r dea ls esse nti a ll y \Vith th e n e v,, Ac t in respec t to refe r­

e nces to Maori . It s sec ti o ns 17 ( 1)( b )( ii ) a nd 177 to 180 direc tl y ad dress 

Maori . Th ese provisio ns co nt a in m eas ures w hi c h s ho uld preve nt use o r 

regis tra ti o n o f tra d e m a rk s w hic h offe nd Maori fee lin gs a nd refe r to th e 

es ta bli s hm e nt of a n Ad visory Committee. Th e p a p e r c riti ca lly a na lyses 

th e m e anin g of th ese sec ti o ns foc u ss ing o n w he th e r th e n e v,, law ta kes 

Maori co nce rn s into account a nd . if so, to ,;..,ha t ex te n t. Ana lysis of th e 

wordin g of th ese sec ti o n s in th e contex t to a im s of Governm e nts a nd 

legisla tors takes ce ntre s tage. 

Th e re by I foc us o n a n int e res ting pec uli arity of th e la \-v comp a r­

m g th e wordin g of th ese secti o n s to th e pre te nd e d a nd ac tu a l aim s of 

th e G ove rnm e nt s. It is a rg ue d th a t th e law d oes no t r e fl ec t a im s w hic h 

Governm e nt s a nd legis la to rs have expressed durin g law reform . T he p a­

p e r a s s um es th a t th e law is base d o n a c o mpromi se b e twee n va rio u s 

o pini o ns a nd d e m a nd s o n tra d e m a rk law. Th e G overnm e nt h a d th e goal 

to es ta bli sh legisla ti o n w hich m ee ts as m a n y as possibl e d e m a nd s th a t 

h a ve bee n ex presse d over th e las t yea r s to ea se o pposin g o pinio n s r e ­

ga rdin g th e inte r ac ti o n of tr a d e m ark law a nd M a 01i m a tt e r s. 

Ana lys is of thi s p ap e r s h o \'vs th a t sec ti o n s 17 ( 1 )( b)( ii ) a nd 177 

to 180 a re di s ho nes t legis la ti o n w hic h pre te nd s to m ee t nee d s of Maori . 

In fac t , th ese sec ti o n s a re base d o n unc lea r m ea nin g a nd a compro mi se 

be twee n di ffe re nt. fo r th e m os t p a rt p o litic a l de m a nd s. D espite th e Gov­

e rnm e nt ha vin g m a d e effort s to co n side r Maori concern s a nd , fo r th e 

firs t tim e . es tab li s he d tr a d e m a rk s legisla ti o n w hic h ex press ly m e nti o n s 

Maori co nce rn s . I co nc lud e th a t thi s legis la ti o n ultim a te ly d oes no t a p ­

prop ri a te ly reg ulat e trad e mark m a tt e r s an d ta ke rega rd of c ultura l a nd 

in te llect ua l prope rt y or Mau ri . 

T hi s pa pe r is str uc tur e d in se\·c n pa rt s . 



Th e first part contains a n introduction to th e to pic a nd th e criti­

cal qu es ti o ns in thi s a rea . 

Th e seco nd gives a brief revie v, of trade mark law a nd ex plains 

th e nature and principles of trad e m ark s right s. 

Th e third part o utlin es the proble m s of Maori in respect to trad e 

mark la w . usin g exa mpl es of th e trade marks practice . Th e diffe re nces 

be tvvee n current trade mark la v,, sys te m s and Maori und e r s ta ndin g are 

s how n. It is arg ue d th a t current trade m a rk law is un ab le to provide a n 

appropriate lega l fra me for Maori cultural a nd inte ll ec tu a l property. 

Section four of th e paper presents in a brief overview th e Gov ­

e rnm e nts ' respo nses durin g reforming trade m a rk s law to concern s 

which Ma01i ha ve ex pressed. 

Th e fifth p a rt analyses 111 de ta il sec ti o n s 17 ( 1 )( b )(ii ) a nd 177 to 

180 of th e Act. It is m ainly focused on m ea ning a nd interpre tation of 

th e ir wording s. Th e exa min a ti on is m ade by m ea n s of the legal viordings 

of trade m a rk s ta tutes from o th e r co untri es a nd also of th e New Zea­

land 's former Trade Marks Ac t 195 3. Analysis s hows th a t interpretatio n 

of this section is difficult a nd causes unc ertain res ult s du e to undefin ed 

a nd a mbi g uo us la ng uage. Further, thi s p a rt discu sses th e Advisory 

Committee a nd its significa nt a ttributes. He re it is foc ussed o n th e 

unique es tablishm e nt of a Maori Tra de M a rks Advisory Committee a nd it s 

legitim acy. 

Section six analyses the inte nti o ns a nd a im s of th e Governm e nt s. 

Also th e Ministry of Comm erce's con side ra ti o ns regardin g law reform 

a nd it s reco mm e nd atio ns to th e Governm e nt s a r e exa mined. It is show n 

that the goa ls th e Gove rnm e nt expresse d rega rdin g th e n ew Ac t do no t 

co nform to it s ac tual int e nti o ns. Th e pape r a lso qu es tions fo r vl h at rea­

so ns th e Gove rnm e nt did not reve al it s tru e int en ti o n s. 

T he seve nth part o r thi s pap e r s hows th e nega ti ve effec ts o r th e 

new law o n tra ck mark practice . in partic ular reg ardin g Mao ri as in d ige ­

no us peo ple and l c\\" Ze aland bu s i1 l\: ss com muniti es . 

The co nc lu sio n s umrn ari '-. L'S my co n s i clcr~lti n n s ~1nd 111 ~ 1 kc s ~ ~ 

pc rstl nal s ugg L' s tiun l"t lr a poss ible ~ lpprllac h . 



Th e p a p e r conc e ntrat e s on secti o n s 17(1 )( b )( ii ) a nd 177 to 18 0. a l-

th o u g h th e r e a re a few othe r section s in th e Act. w hic h r e f e r indirec tl y to 

Ma01i. fo r exampl e sec ti o n 73 ( l ) .6 

II BRIEF DIGEST OF THE BACKGROUN D 

Trade m a rk s provide tr a d e m a rk pro pri e to r o r r egis te r e d u se r 

w ith th e ri g ht to exclu sive ly u se th e tr a d e m a rk 7 a nd '·preve nt o th e r s 

fro m u sin g that tr a d e m a rk [o n o r] in r e la ti o n to p a rti c ul a r good s a nd 

se rvic e s ." 8 

Tra d e m a rks ri g ht s a r e ve r y "valu a bl e asse ts in a bu sin ess.'"9 A 

trade m a rk di s tingui s hes a goo d o r se r vic e fro m o th e r s good s o r se r­

vic es. 1° For exampl e, th e Nike tr a d e m a rk ser ves th e public for ide ntify ­

in g th e pro duct w ithin th e ran ge o f s hoes a nd implies a qu a lity pro duc t. 

Thu s th e Nike tr a d e m a rk ultim a te ly se rves th e pro ducer , Nike . since th e 

trade m a rk increa se s m e rch a ndi s in g . 

Like wi se th e public links s p e cific pro duct s with a d verti se m e nt s 

o r r e comm e ndation o f oth e r s , r e la te s th e m to a s p e cific pro ducer a nd 

th e n buys th e pro duct. Th e bra nd Ke ll ogg' s is s uch a n exa mpl e . If con­

s um e rs pre f e r K e llogg' s products as c e r ea l pro duct , they look for th e 

Ke llogg's bra nd o n pro duct s. Due to th e recognition of th e bra nd th e 

con s um e rs buys Ke ll ogg's ce rea ls . Thu s th e e ntire pro duc t sa le inc reases 

a nd ultim a te ly so d oes th e eco n o mic g r ow th o f th e pro ducer Ke llogg, 

w hat s h ows th e va lu e of tr a d e m a rk s. K e ll ogg is c o n se quentl y int e r es t e d 

in d efe ndin g acti o n s of o th e r co mp e tito r s th a t mi g ht minimis e th e r ecog­

niti o n e ffec t of th e ir b r a nd in publi c . Th e tr a d e m a rk la \v sys t e m provides 

th e ri g ht tool fo r thi s. 

" T rade Ma r k ~ A c l 2002. s 73 ( I ) a ll uw~ a ··c ullur;tll y agg r i c' \ "ed .. pc· r ~ u n I ll al tack a trad e m ark reg i sl ra ­
l i()n al an y time u nd er the pn)\' i -. i on I ha t I he lrad c m ar h. r c· g i ~ lra li ll n "a -. 111 >1 rcg i slrabl e un cl e'!" Pan 2 u i" 
1l 1e T rad e Mar b A L' I 2002. 
' T r< tLk Marks Ac t 2002 ~ I 0( I )( a) 
' T r<r d c· Marks ,\ c t 2002 ~~ :'i(lradc mark l (a)( ii ) . \:{ '). ' ) ()_ 10 1. A l ~ o Su,~ l :r<r n h.c l and Geoi" l' MeLt ~ /urd 
lr ·< ·ruul Proper!.'' in Nc rr· /.culuml. <rhovc 11 -L 17. 

" .l a rn c~ & \ \IL· Ib " lnl ruduc li <> tl IP in tc llcc tu<tl prupc-r l ~ in Nc' \\ /.c·; rl: rm l" in l\1 ;rtlh cw 1-kaph ~· - B r< H' h. L' r ' 
l .td k d ) l ur c llcouul PuJfWU\ · / ,ur r· in Ne r,· L.cu/ ({1/l / ( lhtH>h. c· r -. Li d . \\ ·c· llitl g iPn . 200:1) c h I . I . 
1" \ lrrl i , l n ,,J" CPill l llL' rcc· l urc/ /n ·uw l Prof )('/'/\ . l?r fonu Nil/ .\luo u Cuu,ulruriou Puf'!'r. ;rh t \\ 'c' 11 (,_ 1.1 . 

J 



Trade m a rk rights also allow th eir propri e tors/registe re d u se rs to 

sell o r to give licences of tr a d e m a rks . Trade marks can further se r ve as 

sec urity in business dea ls. 11 Thus th e pro tec tion of tra d e m a rk s is a ve ry 

important part of th e commercial world of business . Trade marks influ­

e nc e th e valu e of th e goodwill and. co nseq ue ntl y. th e eco no mic va lues 

of th e e ntire business. 

III MAORI CONCERNS ABOUT TRADE MARK LAW 

Maori are indige nou s people in N ew Ze aland what m ea n s th a t th e ir cul­

tural o ri gin s are diffe re nt from th e c ultur al und e rst a nding of th e m aj o rity 

of New Zealand inhabit a nts. Th e latte r view is usuall y characterised as a 

W es te rn p e rsp ec tive. 

Th e es tabli shm e nt of inte llect ual pro p e rty law system goes b ack to 

W es tern understanding , \'/h e re th e te rms of cultural prope rty a nd inte l­

lectual property were invented and now are regarded as separate legal 

e ntiti es. 12 Trade m ark law is only one p a rt of inte llectual pro p e rt y law . 

The Ministry of Commerce 13 defined cultural pro p e rt y. a lso 

called folklore, as "usually refer[in g ] to phy sic al evidence of a certain 

s tag e of a culture ' s developm e nt , such as works of art o r archaeological 

and hi s to rical objects." 14 

In contrast , intell ec tual prope rty ge n erally covers int a n gibl e 

things like " knowl ed ge, ideas or secre ts'' res ulting from p eopl e usin g 

th e ir int e ll ect. 15 W es te rn countries intro duced int e ll ec tual law to prov ide 

a n in ce nti ve fo r p eopl e to d eve lo p and produc e inn ova ti o n s. Th e ultimat e 

int e nti o n vi a s to advanc e eco no mi c a nd soc ia l progress. 1(' 

11 Trad e· \ Ltrl,-. ,\c·t 2002 ~~ I 0( I )( h ).(c).( d ). 

I' :Vli11i -. tn 1>1 ('<li lllll c' ITC /n[( ·l lec!uul fJrOf )t' r/1 . Rc/or/11 /Jill ,1/uori Consultution l'ut•c r . ahlll c' 11 10 . :'i . 
1' :'-J "" til ~· \ li11i qn () r l :ull l t> llli c D .:-n: lu pmc.11L . 

I I .Vlil1i ' lr \ <>I ( 'tl lll.lll l' rCL' !ntcllcc!/lt li Proi>CU\" I<efomt Bill - .1/({0I 'i Cllll\llltutioll l 'utwr. ~ lhlli ' L' 11 10. :"i . 
1' \ lii ti -. tr l ,Ji ( ·,l\ lllll c' rcc l ntc llc c!utli Prof ' t ' r/\ · l?cfor/11 Hill ,\/1/ort CtJII\IIItu tioll l'ut•cr. ;ti1<ll 'c' 11 Ill . :'i. 
1'' \ l11 ti -. t1 ~ , .1 ( ·,,ll llll c' rn · f lltl'ilt •<'fll<il Prot "'rr' H<'/<•u n If ill 1/11 ,,,., ( ·o,nultutit>ll /'"!'• r . ;th<llc' 11 1n . (, _ 



Maori. however. do no t distin g uish betwee n cultural and inte l­

lec tual property. Aroha T e Pa reake Mead m e ntion e d. in thi s contex t: 17 

. . . [W]e [Maori] cannot separate our ·culture· from the ·intellect ' 

anymore than we can se parate our inte llect from our heart. or our fu ­

lllre from our past. . . cultural and inte llectual propert y is one and the 

same ... while it mi ght be an academic issue for some. it is an insult 

to us. 1 

Knowled ge is th e unde rl yin g principle and key e le m e nt of th e 

current di stincti on be twee n cu ltural a nd inte ll ec tu a l prope rty law. 19 Maori 

hav e tro ubl es wit h th e trea tm e nt of kn owledge by inte ll ec tual property 

law . Maori think differe ntl y about what cons titutes kn owled ge a nd how 

law sho uld trea t knowl edge. In particular. tr ad e mark law would no t 

comple tely pro tec t Maori words , symbols. sound s or s m e ll s. In fact. 

trad e mark law de li vers ri ghts that re la te to knowledge but does no t pre ­

vent mi sus e or appropriation of know led ge. Trade m a rks o nl y provid e 

th eir use rs or proprietors with th e exc lu sive ri ght to us e them in relation 

to specific goods or services. ~0 These ri ght s are " private right s, of limited 

duration , which de pe nd generally on novelty and disclosure." 21 

In contrast. Maori gain knowl e d ge from th eir ancestors. who 
. ~~ 

pa ss th eir c ultural/traditional knowl edg e from generation to generatJo n .--

This mea ns that M aori kn owledge ne ith e r is nove l nor should be re­

veale d. For exa mple. Maori signs like th e Maori word mana~~ or th e sy m­

bol o f th e koru spira124 go back to th e kn owled ge of Maori ancestors. 

11 Robert Jahnke anJ Huia Tomlins Jahnke '·The Politics of Maori Image and Des ign", above 11 I. 7. 
IX A Mead Cui rum/ and /nr ellccrual Prope rlY Righrs vl Tan gara \ Vh e~au. \Von1 e1; in sc ience (The Re ­
search Unit for Maori EJucation . We llington. 1993) (ruotn ote in original ). 
1" Robert Jahnke and Huia Tnmlins Jahnke "The Politics of Maori lma l!e ami Des ign ... above 11 I. (1 -7. 
' " See ahnvc llin detail. , , 
' 1 ]VIini ~a r y uf Econo mi c n c,·c lopmc nt Tmde Marks Bill: Sllf'f'lt•nwnli /IT Briefi'n .~ II (Report 11 1' thL' 
Mce tin~ \\ ith the Select Ctlmmt' ITe Committee . Wc llin ~to n . 13 1 m·cmhcr :2 00 1) 4 qut> till ~ i\ laui 
So lomun in ;1 di >c'll >s iun hdP rc the L·ommilt ec nn 0 I No\'embcr ~00). 
' 2 Mini>lr\ ,, f Co lllll1L'I'L'C /n((·llcouul PmfJert,· /?cfinmlJill - Mao r i Cnn,ulrllf ion Pa{JN. ahtl\'t' n 10. '). 
\ lin i>lr \ ,·,I Lctllllllllic DL'\ L' IPp111Cill rmrle Mud\ Bill : Sllf'f' ICnl cnrurY /Jricf ing II . ;lhll\'L' 11 :2 1. 4. 
" 1 krh~· n \\' \\' illi ;llll>. DiLli Pnar\ t>f the tvlat>ri Lan~ u a gc (7L' Ll. i.L·~ i , l a tit>n DirL'cl. \\' L' Ii i n ~ t (l l l. 2llll(l) : 
Vl:i tlri ll ltllllt ftll' l : n ~ li , !J inr c~rirr . dtt~ris ll/ 1 1 . pre.,rig, · h111 al, tl in ;1 ~L' ll ~ raphi c a l >L' il 'L'. 
'·' 1 krhL· rt \\ ' \\ i lli~ llll '. l ll ctiPn ;lr\ () r the M~ll>ri L111 ~ 11 a ~L· . ;lhll \L' 11 :2 .i : !\ l:it1ri ~om lllL';III' 1 ·.1 1 ~ 1, , 1l 
l<lkkd. hi IlL' 11 <1 \\ L'I'L' d ktl/ II. ;q1P, lrPI'!JL'. c;lr \·L· d ' Jlil ;il p;III L' I'Il. 



Neverth eless. oft e n local m a nufa cture rs or s m a ll con s ult a nt 

comp a ni es of New Zea land regis te r or use Maori sign s as tr a d e m arks. 

Th ey hope to increase m ark e ta bility of produ c ts or services w he n assoc i­

a te d with Maori c ulture or use d as geogra phica l indica ti o ns. For exa mpl e. 

a tran sport se rvice comp a ny in Poriru a ac tin g und e r th e na m e Ma na 

Coac h Services Ltd uses th e Maori na m e 111mw .25 Also th e logo of Auc k­

land City co mmunity a rts facility o nce cont ain e d th e koru spira. l. 26 In a.d­

diti o n. s mell s w hich go b ack to tr aditio nal Maori kn owle d ge a re comm e r­

ciall y use d . So New Zealand Livin g Na ture sell s skin ca re p rod uc ts 27 • 

mad e o ut of manuka oil and extrac ts from hamkeke, w hic h have a spi ii ­

tu a l mea nin g in Maori culture. 28 

Maori coll ec ti vely possess kn owle dge in th e fo rm of g uardi a n s hip . fo r ex­

a mpl e. ' 'th e wisdom of tipuna29 a nd th e principle of kaitiak i tanga30. ' ' ~ 1 Thi s 

concep t. however , does no t conform to tra d e m ark law. Sectio n s 

5(ow ne r )(a) a nd (b ) of the new Tra de Marks Ac t req uire that in divid ua l 

pe rsons, body corpora tes or collec ti ve associa ti on s (th e la tte r in case of 

a coll ec ti ve tr ade mark a) a re a llowed as reois tra bl e tr ad e m ark ow n-o 

e rs. ~ 2 

Furth er , trade m ark law pro tects tra de m a rks fo r o nl y a re­

stric te d time, w hic h is contr ary to Maori under s ta ndin g. Th e unde rl yin g 

idea is "to limit the scope a nd dura ti on of m ono po lies." 33 For exa m ple . 

25 Mana Transport Service Ltd. Porirua, We lli ngion. Homepage <www. manacoac h.co. nz> (last ac­
cessed 04 February 2005). 
lu Michae l Smythe. for CREATIONZ Consultant s "Submi ss ion to the Commerce Committee on the 
T rade Marks Bill 200 1". The curren t homepage or Art stati on. Auck land Cit y co mmunity arts fac ili ty. 
however, shows a new, di fferent logo missing out the koru spira l 
<ht tp://www .auc k landc i t y.gov t.nz/w hatson/arts/a rt sta ti on/default .asp> (last accessed on 22 February 
2005). 
27 thepharmacy.co.nz Australi a and New Zea land . homepage fo r Living Na ture skin prod ucts 
<hll p: //w1v \\' .thepharmac y.co. nz/thepharmac y/1 i vi ngnature> (last accessed on 22 February 2005 ). 
2 ~ I krht•rt \V \ l..' illi ams. Dic ti onary of the Maor i Language. abcwe n 2:>: M~ur i lwmkeke for Eng lish 
n ~I X lea f and Maori /11 1//lllkll i ~ Ne\\ Ze land lea tree. 
2'' Ht•rhc rl W Willi ams. Dicti unar y of the Maori La nguage. ahtl\'t' n 2:> : IVI::illr i I'm Eng li ~dt anccstt,r. 
!.!ramlpa re nt. 
1" 1 k rhc rt \\ ' \V ill ia tn ~. IJict ionarv or.t he 1h ori Lan guage. abm·c 11 23: Mauri for English guard i ~t n s lt ip . 
" Ruhnt .la lmk t• and ll uia TtH nl i n ~ Jahnke· "Thc Pu litic ' nf Maori Image and Des ign ... ahOI't' n I. 7. 
\ ' r\t.:t'ti rdill !.! ltl tht• iVI:itl ri Tnt ~ ! 13uards i\ l'l l')'i'i. (}\\'IIt'I'Ship lw ~I ht llh L'tJ I'j)t\ratt' i~ j)tl ,~ i hk· \\ il it·h 
c·11111 pri 't'' ~; I "J tru ~h ht la rd ' " hil'i t Maori i11 i a l rt·~tdl u'c as ~tlll'l'll~llil · t· . hll· l'\~unplc. tht' t\Pran ~ i 
,\ l ~lt IJ'i Tnt ' ! Ht lard or lil t' , \r ~ l \\ a ;"\'laori Tru ~ l nt J; trd . 
'· \ II Ili , , 1 1 , >1 ( ·, ' llllll t' rn · ' '" ' li t , " ' ' '' Prot '' rt\ 1\ c ft~mt Hill .l!u"'' ( ·"'""'It li lt" ' !'i tJ Wr. a ht1 1 t ' 11 Ill . t) . 



sections 57( l ). 58. 59 and likewise 62 to 68 and 73 to 75 of th e Trad e 

Marks Act reg ulate th e scope of trade m a rk rights. Ma01i. how ever. ex­

pect to obtain right s to cultural or inte ll ec tual prop e rty without artificial 

limitation s. ~ .\ 

Another problem is also that "Maori attribute spiritual and cul­

tural siQ.nificanc e to ce rtain words. imaQ.es and locations ··~='This m ea ns 
~ ~ . 

that Maori signs in trade marks might cause probl e ms according to Maori 

view. A trade mark containing Maori signs is then inappropri a te to Maori 

und e rstandin g when Maori fee l offended by its use or regis tration in re la­

tion to goods or se rvices th e trade mark is applied to. 

An exa mpl e is th e former trade mark where th e pic ture of a 

chief illustrated food products . This vvas offensive to Ma01i because 

" [w]ithin Maori culture the conjunction of food and carved imagery is of­

ten pe rc eived as problematic since Maori conceived cooked food as ne u-

1. · t f 36 " 37 Tl I I d f tra Jsmg agen o wpu . 1us. t 1e 1ea o a chief ca nnot be posi-

tioned on food. for exa mpl e butte r , because this lifts the tapu of Ma01i 

I . f 18 c 11e .-

Also , the Danish company Lego created a mood of excite m e nt 

amongst Maori. when using Maori name polwtu for hi-tech toys. 39 Maori 

were concerned beca use pohatu stands for stone or rock . .JO which for 

Maori e mbodi es sacred spirits and is perceive d as living thing. Thus th e 

use of pohatu is inappropriate in re lation to artificial hi-tech warriors serv­

ing as a children's toy. 

·q Robert Jahnke and 1-\uia Tomlins Jahnke ·'The Politics of Maori Image and Design··. above n I, 7; 
Mini stry o f Commerce llltellecnwl Propertr Re(or111 Bill - Maori Co 11 sultmio11 Paper. above n 10, 9 . 
.1:i IPONZ Practical Guideli11es. Trade Marks Act 2002 - Absolute Grou11ds: Ge11eral (Wellington, 08 
Aue ust 2003) <http://www. iponz.govt.nz/pl s/web/dhss iten.main> (last accessed on 07 March 2005) 36. 
·1, IPONZ Prctcticul Guideli11es. Sectio11 s 177-1 SO of' the Trade Marks Au 2002. Maori Ac fl ·isorv C Olll -

111ittee & Miio ri Tmde /11/a rf.:.s (We llington. 16 September 2004) 
<http://w ww. iponz.gtwl.nz/p ls/IYeb/dbss iten.main> (last accessed on 16 February 2005). 3.3: . .. utpu 
can he interpreted as 'sacred.' or .. . ·spiritual restri L·tiun ' or ' implied prohibition' . containing a stron g 
impo~itiun or rule s and prohibitions. A person. ohjeL·t or place . ll' hi ch is tapu. ma y tllll he touc hed lJ1' 

conk' int11 human cnntact. . .. M~lllr i consider ' ran g~llira (chic!)' ami 'w hal-.a iro (carv ing)' ll l he tapu ami 
· rm1d' to he l lll~l. ... ITJo associalL' sllmething that i ~ L'\ ti'L' Ille ly tapu with sllmething that i, 11ua s ignii'i L· ~ 
~1 n attelllj1tto lift the tapuuf th L' ran gatira and ll' hal-. airu - and there fore appears ol'knsi1·e. 
,- R11hL'rl .blnli-.L' ~tnd lluia Tllllllin ~ .lahnl-.e '·The Pulitic ~ uf Mauri Image and Oes i ~ n ... ahm·c· n 1.. 20. 
" R11 hL·rt .Ltlmi-.L· aml llui a Tomli n ~ .l ahnl-.e "TilL' Pt>litic ' 11f iVIfiu ri lma!!e and Des ign" . abtJI'L' n I. 20 . 
'" 1\. itn c;ri~~ ~ "i\laori t;tl-.e l) \1 hi -tc·ch I.L'!!O to y~" (26 Octob,· r 2001 ) JWC ,\ 'c' ll'.\ 

< htljl :1 fnL' II ~. I~ l~c .cu.u U l/hi /11 , >r ldht ' i a-pac i fi e! I Cli'l-lllb ." m> ( h1 ~ t ac CL' '~L'd un 2 2 I :L. bru ~~l'l 2 Ol l.'i ). 

'' ' 1 krbLTI \\ ' \Villi ;tlll ' /) i<'l iollt/1 1 o( til< ' 1\/uu r i f . t tll~/1<1~<' . ~ tb ili'L' 11 2.\ : i\ lfi ori f'<li tll fl l o r f''' 'l'illllll l,>r 

l ·. tl ~ lt ' lt 'l •• llt . r o d • . 



Summ arisin g th ese prece din g con side ra ti o n s. it m a nifes ts th a t 

Maori knowled ge is not compl e te ly rega rde d by tr a d e m a rk Jaw. w hic h 

ca uses tro ubles fo r Maori trwnga41and c ultural integrity .42 H owever. tra de 

m a rk legisla ti on has no t th e legitim a te goa l to compl e te ly p ro te c t Ma01i 

kn owled ge or c ultura l he rit age. Trade m a rk Ja w o nl y g ua r a nt ee s a n e x­

clusive ri ght to the legitim ate owne r/u se r of th e tr a d e m a rk ri g ht. T he 

pro tec ti o n of Maori c ultura l/tr adi tio nal knowle d ge is n o t a p a rtic ul a r le ga l 
. .j ~ 

a11n . 

Neve rth e les s. Maori do not s ta nd a lo ne with thi s dil e mm a . It re -

la tes to a ll indi ge nous pe ople . li ke Hawaii ans . Abori gine s or In dian s for 
.j.j 

exa mpl e . 

I V THE GOVERNMENTS ' RESPONSE TO MAORI CONCERNS 

Th e N a ti on al Governme nt assigne d th e Mini s try of Comm e rce 45 to re vie w 

Ne w Zeala nd e ntire inte ll ec tu al prop e rty ri ght s legisl a ti o n . T hi s a lso in ­

clude d reform of th e Trade Mark Ac t 1953 since th e law was ap p roxi­

m a te ly 50 yea rs old . Th e Mini s try of Comm erce beca m e aware of Maori 

co ncern s regardin g tr ade m ark law in 1990 afte r th e Mini stry h a d re ­

le as e d a di sc ussio n pape r containin g p arti c ula r recomme nd ation s o n in ­

te ll ec tu al p rope rty Jaw. 46 Thu s th e Mini s try inte rrupte d legislative wo rk 

a nd s ub sequ e nt cons ult a ti on s with Maori we re es ta bli she d .47 Se ver a l na -

41 Herhert W \Villi ams Dic tiona rr of the Maori Lang ua ge. above n 23: Maori fo r Eng li sh tre a su re. 

e rop e rtr . 
42 Mataatua Declarati on on Cultural and Intellectual Propert y of Indige nous People 1993 s 2(3) : " 1ote 
that ex isting p rot e~: ti on mechanisms are insufficient for the protec tion of Ind igenous Peoples Cultural 
ami In tellectual Propert y Rig hts."' Also Maori Trade Marks Group. Ministry of Commerce Ma o ri Trade 
M arks: A Discuss ion Pape r. ahove n 4~ . II . 16- 17 . 
. u See above II in detai l. 
~~ See rm example regarding the Hawaii ans, Robert Jahn ke <tnd 1-lu ia Toml ins Jahnke "The Po litics o r 
Mam i lma \o!C and Des i \o! n ... aht l\'e n I. I 1- 14. 
·" The nan;e or the M i1~ i s tr y ur Commerce was changed int u M i n i~ t r y or Ecnnnmic De ve lopm nt dur­
in!e re rnr m ur the Trade Ma rk r\L't 1953 . 
·"• -Min i ~ t J'\ 11!' Ctllll lllercc /?c•J'il' ll ' of' Industria l ProJ 11' 1'fl' Rig /u s. Pa t!' Ill S. Tradc ·11 wrks . a nd Designs: 

/ ''" 'ih/1• l )f7t inn., J(, r /?cfimn (1u b I and 2. Wellin gtnn. 1990). In 199 1 th is paper \\'a~ I'u llLl\\'ed hy rcc­
tll ll nJc llLI<tli un' 11 1' thL' iVlini ~ t r v in Mini str y 11 1' CommcrcL' Nc/im n o( till' Trucll' t\ l a rt.s Act 1953: I'm 

l '"~l'cl l?c · cnl/lllll' l llia t ion .' ( \\' c ll i n ~ ltlll. 199 1 ). 
~ - SL'L' a l' t' Tc Pu ni 1\.o kiri t\ !un ri u nci Trude !t /ur/...1 Ctll /1/lltutinn 1'/un ( \V L· ll ill ~ l tl ll .-\pril ll)l)l)) (Oh­
t;tJI IL'd liiiLk r Ollici;tl Inrt, J'Jnati t' ll :\ l·t l 1)X~. RL· quL'' l tu til L· lnll' lkc tu al Pr(l i)L' rt : TL' <I lll . i\1 ini ~ tr ;, ol 
I·L(l] \l lllli L' I )L' IL' I<l plll L' ll l). 



ti o na! hui viere held . ~ 8 In 1995. the Ministry created th e Maori Trade 

Marks Con s ulting Group. The purpose of thi s group v.tas to a n alyse Mami 

concerns regardin g inte llec tual property a nd likewise to make recom­

m e nd a ti o ns on ne w trade mark l egi s lati o n .~9 

Due to recomm e nd a ti o ns of th e Maori Trade Marks Con s ultin g 

Gro up a Consultative Group was call ed in . \v hich a lso formerly adv ised 

th e Co mmi ssio ners o f Trade Marks at IPONi'0 in qu estions of registrabil­

ity of trade m arks of Maori text or im age ry. The th e n created Mami 

Trade Mark Advisory Committee. which I wi ll a n alyse below in V C. 

trac es back to reco mmen d a ti o n of thi s gro up. 5 1 

Thus New Zealand Governments h ave been well informed of th e 

pro bl e m s whic h trade mark law ca uses for Maori c ultural a nd inte ll ectual 

prope rty. 

V SECTION I7(1)(b)(ii) "A BSOLUTE GROUNDS FOR N OT REG-

ISTERING TRADE MARK: GENERAL" - AN ANALYSIS 

A Wording Of Section 17(1 )(b )(ii) 

Section 17 ( 1 )(b)( ii ) of the Trade Marks Act reg ul a tes the absolute 

grounds of not registe ring a tr ade m ark in gene ral a nd says: 

The Commi ssioner must not do any of the foll ow in g. things: 

(a) 

(h) reg ister a trade mark or part of a trade mark if -

( i) 

(ii) th~ Commi ssione r considers thai it ' use or registration 

would be likely to offend a significant section of the com-

munity, induding Maori. 

·" hlllr hui in 1994 and a >e ri e> ur eight in Ma y and June I '01>7 . s ,·e in ge neral 1\ini ~ Iry or Cll mmc rCL' 
.I 1 ini 11 n · of Conllllc ' IH' Con \lllllllion on 1he Re(or/11 of !he Tmdc 1\l ur~s A u I CJ53: No!n of J-1111 Dtscli .' 
\i rJII t \-\'el .lind<lll. !\ pril I ')')')) (0hiained under orricia ll n!"tlrlllalitln c\cl 1982. Rcquc> l llll llL' lnlL'IkL­
Illal Pr<lj1L' rl\-T,·am . i\'lini, Ir \ ur LulllollliC \)('\'l' lllpllll' nt ). . 

· 1· c· 1/ 1,-,,, lc · ,\/ ,,,-' , .. . -1 Oi_,., .,"_,ion f>ut ' • '~'· ;th<n ,. '" ;Vb 11ri Trad ,· ;\'larl,, ( ;i'l'UI'· \1inl , lr )' u <llll i\\L' ITL' ' uun ~ 

11 42 . 7 
"' ln ll' Jkllll ;il l'rc\I)L' rl \ <Jilic'l' 1\ l i\:l'\1 l.c•aland . 1 , 

I 1 1 -~- I \l it l ,li t. l l ·.\ iJ f 'f 'ltlll<ll/11 1 \ l! r ic/i'n~!/ . ; d'' "'' ll 2 1 . ·' · \ lil\1 ' 11.\ Il l l·c'llll<lllll c lc' lc' " l'n lc' nl 1"111 I' • ' ' · 

Ill 



Th e section substitutes the form er section 16( l) of the re peal e d Trade 

Marks Act 195 3. which th e n said: ~~ 

l 1) It shall not be lawful to registe r as a trade mark o r part o r a trade 

mark any scandalous matter or any matter the use of which would 

he like ly to dece ive or cause confu sion or " ·ould be contrary to law 

or morality or would o therw ise be di se ntitled to protection in a 

Court of justice. 

The wording of sec ti on 17( I )(b)(ii ) o f th e new Trade Marks Ac t is quite 

different from th e former wording of sec ti on 16( 1) of th e Trade Marks 

Act 1953. Th e new section 17( 1 )(b)(ii ) is also " undoubte dl y unique' ' as 

shown by th e comparison to o th e r trade marks acts from th e United 

Kingdom ~:; , Singapore 54 a nd Australia. 55 on which N ew Zeala nd Trade 

Marks Act 2002 is o th e rwi se based . 

For exa mpl e , th e current United Kingdom Trade Marks Act 1994 

says that a tr ade mark should no t be registe re d if th e trade m ark is 

"contrary to public policy or to accepted p1inciples of morality" .56 In ac ­

cordance with th e Australian Trade Marks Act, a trade m ark is no t a l­

lowed for re gistration if it "contains or consists of scanda lous matte r" .57 

New Zealand legislators us ually uses legal reg ulations of these 

countries. mos tl y the United Kingdom and Australia. as in s tructi ve legal 

framework for es tablishing new law and , likewise, in general regardin g 

New Zealand's new Trade Marks Ac t. 5R Nevertheless , section 17(1 )(b )( ii ) 

and also sec ti ons 177 to 180 are excep ti o nal cases . In m y view , New 

Zealand legislators introduc ed th ese exce pti o ns f or spec ial reason s. 

': Trade Mark~ Ac t 1953 ~ 16( I ). 
" T rade Marks Ac t 199-l (UK). Brendan Brow. QC and Paul Sumpte r illlellecruu l Propern· 2003 

1s c· minar pre,c ntati Dn to thc Law Soc ie ty, \Ve llington. April 200'.) 5: Man y in vasion s o f the T rade 
Vlarb ;\ct ( Ll K) \\'c iT brought Yia the Si ngapmc T rad L· Marks Act I 99 8 into Ne \\' Zea land · s Trade 

\'!a rb Act. 
• .~ Trad l· rvtar b i\ct 1998 (S in gapore ). 
· Tr;tLk :Vbr b t\ c l 1995 ( ,\u , tr;tlial . 
'" Tr;tlk rvbrk ' i\ei l lJ!J-l ( l lKl ' .\(\ )(a) . 

· T r;ILk ;-._ ~;trk ' ;\ c l l lJ')) ( ,\u , lralia ) ' 42(;t). . . . 
' lh L' Itd ;lll Bnm . Q< . and Pau l Sumpter l nr l'i i l' t'l ll<l il'm t'•' l'l\' . ah< l\ l' n 53. 5 . su , ~ h;lll~ L·l .. I '"' ;trLb a 

-., , 11 111 d '\. c" I .L·abnd ln iL' ll L'dtia ll'rt lpc rt~ L t" .. in Su,, l:r;tnh-1 ami l'im S milh (cd , ) f:~, ~ ~~ - , nil ~llld 
/,, ruu l l 'rnt '•·n 1 1.11 11 und /'olin (\' ichJria L 1 ni ,,· r , il ~ ,,r \\ L· llill glll\1 l .a" Rc·\ iL'" · \\ \ ·llin glilll . _(Hl l \ 

, - 7-1 . - ..~ 75. 
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B Meaning Of Section 17(1 )(b )(ii) 

Pa ul Sumpte r sugges ted with reg ard to sec ti o n 17 ( 1 )( b )( ii ) th a t ··t t]hi s 

prov ision, th e prec ise wordin g of w hic h is undo ubt e dl y uniqu e. see m s to 

be des igne d es pec iall y fo r th e be ne fit of Mao ri ."59 I vi ii! exa min e thi s rul e 

in de tail to s how w he th e r hi s a ll ega ti o n is correct a nd sec ti o n 17 ( 1 )( b )( ii ) 

in fac t provides p a rti c ular adva nt ages fo r M aori co ncern s. Thi s sec ti o n of 

th e pap e r foc uses on th e wo rdin g a nd inte rpre ta ti on of sec ti o n 

17 ( 1 )( b )( ii ). 

1 Previous section 16( 1 ) of the repealed Trade Marks AcT 1953 ·'P rohi-

b iTion of reg istration of deceptive, etc., 111atter " 

Wh a t were th e reasons for New Zeala nd legisla to r s se ttin g a 

rul e like sec ti on 17 ( 1 )( b )( ii ) which is significa ntl y diffe re nt to th e wordin g 

o f forme r section 16(1 ) of th e re pea le d Trade M arks Ac t 195 3? 

Th e new wording of sec tion 17 ( 1)(b )(ii ) includes te rm s of ·'mu s t 

no t" in s te ad of form erly "s hall no t" in sec ti o n 16 ( 1) of th e Tra d e Marks 

Act 1953 . Thi s sta tes that th e Commi ssione r of Tra de Marks60 s h o uld n o t 

have discre tion ary po wer , which prev iously - a t leas t in th eory- m ay give 

him/h e r som e di scre ti on regardin g registra bility of tra de m arks. Th e new 

wordin g of sec ti o n 17 ( 1 )(b)( ii ) contain s a s tron ge r s ta te m e nt of w ha t is 

pro hibite d by law . This consolida tes th e ground s of refus a l rega rdin g 

trade mark s. The Trade M ark s Ac t's hea din g of s ubp a rt 2 to th e sec ti o n 

17 ( I )( b )( ii ) s tr e n g th e n s thi s ass umpti on since it is ca ll ed th e " a bsolute 

f . . d k" (> I gro und s or no t reg1ste nn g tr a e mar· . 

Th e legislator s u se d lan g uage and word s w hic h co mpl e te ly diffe r 

fro m th e form e r word in g of sec ti on 16( I ) o r o th e r sec ti o ns of th e re­

pe aled Trad e Marks Ac t 195:1. 

'" l' ~ tt d S u nti>tc r /'rude ,\/ud .' in Pru('{ic l'. ahln·c n ~- 40 . 
"" In tit , · llll l1m in;2 pa pc· r c tl k d " tile· Co llllll i ,~ il> ll ,' l' .. . . 
'" .\ill ltlt ,· r ~ II' !C I IIll L' IIt j , , u hp ~ trt ·'or th t' Tr~ l lk i\ la rb 1\c t (ll l1t ~ li11i l1 ;2 " t\' Llli ll' ;2 i ll tii1d ' llll' no t l' t';2 i' tL'I' ­
III!C tr ~ 1 d , · 1 11 ~ 11 ~\-- ... 11 ltc· r,· tit ..:: ( · lll llltt i ,~ i n n c· r " 111 :11 r,·;2i ' t,· r a tlaLk· marl-- " itt L' l>ill!' ~'l'l ' l' l l " ' , u h p ~ t rt 2 "ah­

' 1 duh ' ~ ~~ •ll lh.J, .. 

I' 



Th e form er sec ti on 16( 1) addresse d th e comm o n unde rs t a ndin g 

o f ge ne ra ll y acce pte d moralit />2 and res pec t63 th a t exis ts in New Z e ala nd 
. 6.\ 

SOC ie ty . 

In contras t. th e new wordin g of sec ti o n 17 ( 1)( b )( ii ) s hows a di f­

fe re nt vievv beca use it res ponds o nl y to offe nsive ness ca u se d by tra d e 

mark use. Thi s a mplifies th e previous foc us w hic h was limite d w ith re ­

g ard to m orals a nd e thi cal be haviour. For exa mpl e. th e sec ti o n is ve ry 

like ly to cover c ultural offensive ness. But it also defin es a nd re duces th e 

scope o f re leva nt iss ues : fo r exa mpl e registra ti on of tra d e m a rk s w hic h 

are o nl y in poor tas te has bee n fo rbidde n unde r prev ious sec ti o n 16( 1) 

but now no t necessa rily unde r th e sec ti on 17 ( 1 )(b )( ii )Y' 

In additi on . sec ti o n 17 (l)( b)( ii ) se ts som e be nc hm a rk s - as I 

wi ll d esc rib e be low in de tail - of whose pe rspec ti ve is dec isive regardin g 

o ffe nsive ness of a trade mark. Since th e fo rm er sec ti on 16( 1) lac ke d a ny 

be nc hm a rk s exce pt to comm on morality, its wordin g m ainly resp o nd s to 

ge ne ra ll y accepted s ta ndard s of th e public a nd refl ec ts th e pre domin a nt 

pe rcepti o ns of a n average Nevi Zeala nde r. 66 Th e new sec ti on a llows th e 

Commi ssio ner to consider a grea ter ra nge of the diffe re nt p e r sp ec ti ves 

\Vhic h exis t in Ne vi Zealand with respec t to secti on 17 ( 1 )(b )(ii ) a nd po-

te nti a l offe n sive use or registr a ti on of tr ade m ark s. 

In summ ary, in comp arison to th e form er sec ti o n 16(1 ) , sectio n 

17 ( 1 )( b )( ii ) a ppe ars to provide so me more diffe re nti ated res ult s beca use 

it foc uses o n p er spec ti ves of spec ific gro ups in stea d of th e ge ne r a l pub-

lie's vie \·V. 

r.c Trade Ma rks Ac t 195 3 ~ 16( I ): ..... contrary to ... morality .. . 
'' ' Trade Mar k ~ Ac t 195 3 s 16( I ): ..... any scandalous matter .. . 
"·' IPO NZ Pmcricul Guide lines, Tmde Mu rks Act 2002 -A bsolute Grou nds: Ge nera l. abo ve n 35. 32 -
·' ·'· ex pla in s beyo nd the li te ra ll y meanin g a lso the wider meanin g or former secti on 16( I ) by mak it~g 
rdcrt' nce' to Llnited Ki n ~d um po lic y in trade mark c ase~ . li ke 1-/o//elujull Tmde Mu rk !1 976 ] RPC 60). 
(10 7-60X . (J 10 Re ~ i s t rar' , 1- lt'ar i n~ Offi cer Mya ll. 
,,, sl'l' ~ ~~ ' ' ' IPO NZ Pru<'l ic·u/ Gu~ ldines . Trodc Murks Act 2011:! - Ah.w/1111' Cmunds: Ge ne ra l. ahtl\' L' 11 

'5. _, ..j. r L'i'l' I Ti ll ~ to D ick l.ex ic Limited ' s Applicat ion (25 t\11a rc h 2003) 0 111 IJ Fllurt h Board or i\ppL· a l 

R 111 /2002-..J. tD id & 1 : ~ 11 111 \ ca'l'). . 
' '" ll ll \\l' \l'l'. in II'O i'\1. f'rc.wricul Guidelines. Tmdc f\lur/.. .' :le- t ~{/(}~ -,- \ />so/uti ' Gnllll llis :· (, c llcnli. 

;1h, 11 l' 11 _,5_ 32 -.'1. -l- . !POi\ /. l'\ p l ~ l in > th at hc·yuml ti ll' lite ra ll y mean in g ab11 ·a lll'l in ~ uh: ta ntt a l tlll lllhL·r 
11! l' l' r"' li, · a 11 d ·, nl:tll 'l'Clill ii S ,,f tl1t' (ll llllllllllit ~< qua li l\ fm .. Cilll( l:~l r y ~l f llllll' : tli t_~ Ill al· ~· ' .' 1 ~ ia."l:~ 
\\ llli ill l lll l' l 'l'L" II• ' Ii IC, l l l. c 1 1 11 1 ~ 1/u//eluJuh Tmtil' i\ l ur/.. ] 19 76 ] RP( (,())_ (10 7- (10 ~. CliO Rl ::- 1 11" 1 
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Refe rring to tra de marks containing Ma01i signs. th e form e r sec­

ti o n 16( I ) previously did no t provide great p ossibiliti es for th e Commi s­

s io ne r to refuse th e inade quat e use of trade mark s. w hic h inc lude d Maori 

signs. ('7 Alth o ug h the Mini s try of Comm erce no te d that sec ti o n 16( 1) 

would prevent trade m arks cont ainin g in ade qu a te Maori sign s. 68 practical 

e xperi e nce in th e past confirm s th e opposite res ult. Be twee n la te 1996 

and 200 I the Commi ssione rs at IPONZ rega rd e d a re lati ve ly small num ­

ber of 14 trade m ark applications69 as '"sca nd alo us" a nd '·contra ry to m o­

ra lity .. in accorda nce with form er section 16( 1 ). 70 Most th ose app licatio n s 

we re withdrawn and o nly two tra de m ark applicatio ns we re re fu se d du e 

to formal obj ec tions .7 1 One of those two app lica ti o ns contained c ha rac ­

te ri st ic Maori signs. In thi s ap plicatio n. the Maori word Aoraki. th e Maori 

na m e for Ne w Zea land 's Mount Cook72 was used. 73 

In contra s t. betwe e n July 1998 a nd Jun e 1999, IPONZ noticed 

445 tr ade m ark app lica ti o ns which include d Maori tex t or im agery. 7-1 This 

comparison s hows that th e former sec ti o n 16( 1) was not able to dea l 

with M aori concern s rega rdin g inappropri ate u se /registra ti o n of Ma01i 

sig ns. Thi s is beca us e section 16( 1) lacked regul a ti o n/u se of trad e marks 

which are inappro pri a te to a tr adition al Maori contex t . 

1'7 See al so Mini ster for Enterpri se and Commerce Trade Marks Act 1953: Proposals for Reforlll (pre­
pared for the C hair of the Cabinet Economi c Committee, We llington, April 1999) (Obta ined under Or­
fici al Information Act 1982. Request to the Inte ll ectual Property Team. Mini stry o r Economic Deve l­
opment ) Appe ndix A. 3. 
h~ Traue Marks Focus Gro up Notes of the Trade Marks Focus Group (Trade Marks Gro up lVlee ting, 
We llin gton . 25 October 1995) (Obtained under Official lnrormati on Ac t 1982 , Request to the Inte llec­
tual Pr~pe rt y Team, Mini str y o f Economic Deve lopment) 3-4. 
1'° For example. Trade111ark applicarionno 640995, CUM AND GO in Cla ss 25: Trade111ark applica rion 
no u3488 1. Puru in Clas.1· 25: no 308186, CUT in Class 25 urno 606 777. Far-Q in C lass 25; a ll trade 
marks are ahandoneJ in the meantime. 
711 Mini str y of Econo mic Deve lopment Trade Marks Bill: Supple111enwrv Brie fing Ill (Report to the 
Chair n r the Co mmerce Committee. We llington, 07 Dece mber 200 1). 10. Also Mini ste r for Enterpr ise 
and Commerce Tm clc Morks Acr 1953: Proposolsfor Re{or111. above n 57. 8. 
71 Traul' Ma rb /\c l 195:; ss 26( 2). 27(2) . 16( I). Trade111ark applicarion no 3/.JS65. Bullshir in Class 3 2 
1 19 Jul y ~00 I ) Assistant Commissioner G~d b~ he r. T he trade Ma rk Af't' l imrion no 202089 17 ((//(/ 
~ 118'-J / S. r\or(di in Cluss I.J u ud f (j (23 Marc h 100 1) (Commiss ioner unkn m\'n). ho\\'eYer. ' 'as not con­
' iLk' red at a i'urmal hcarin ~ hut \\'as re jec ted hy ~ 1n Exa miner durin g the ex ami natio n prnces~ because 
lil t' ~ 1 pp li ca lll did nut \lll'r~· \lllll' an offic ial objec ti on th at re~ i s tratio n tlft iW lradc' lllark mi ~ hl he ll l'fe n­
, j\l' 111 :vi ~H l ri . 

· 1 krhc rt \V \Vi ll 1a n1 '. I )i,· t illll~ll"\ ui' tit ,- i\1;H>ri I . ~ II I ~ U a~,-. ahll \' L' 11 2:; : M:iori fm i\llount ClHli-. . 
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The precedin g argument is also consistent with th e considera­

ti ons during th e long legislation process regarding a nevi Act. ln Ap1il 

1999. th e previous National Governm ent Cabinet re ac hed consensus on 

th e assess ment th at th e Trade Marks Act 1953 on th e whole - thu s in­

cluding th e former sec tion 16(1 ) -contained criteria. which reflected nei­

th er th e current situ ation in New Zealand nor gave consideration to the 

society"s req uirement s or th e needs of business communities in Nevv 

Zealand . 7" The National Governm ent focused for th e mo st part on th e 

comm on obsolescenc e of th e previous trade mark legislation. vi hich be­

in g over 50 yea rs old. did not comply with intern ational develop ment s in 

trade mark law 76 or with th e changes of New Zealand business world . 

The Cabinet did not expressly mention th at Maori concerns. in particular. 

would hav e bee n th e reason to change th e former section 16(1 ) . 

However, du e to th e consultations with Maori and th e submis­

sion s by th e Ministry of Commerc e and th e Cabinet Economic Committee. 

also th e subsequent Labour-Alliance Government has bee n advised on 

Maori concerns regarding the current trade mark law system. 77 

Considering th e alteration of the wordings in both sections and 

th e effort s regarding analysis of th e dilemma of Maori , I conclude th at 

new sec tion 17(1 )(b)(ii) of th e Act indicates th at New Zeal and le gislators 

and Governments followed th e intention to respond to Maori concerns 

regardin g trade marks containing Maori signs. The Governments and leg­

islators ' intention s will be examin ed below in detai\. 78 

75 Cabinet Minute Cabi net Infrastructure ami Environmelll Commillee ·'Trade Marks Bill" ' (2 1 March 
200 1) Fl N (0 I) 28 (Obtained under Official Informat ion Ac t 1982 Request to the Intellec tual Propert y 
Team. Mini str y llf Economic Development) I referr ing to Cabinet Minute "the Trade Marks Ac t" (26 
Apri I 1999) M I 1/lC and (28 Jul y 1999) M 19/20 and (22 September 1999) M24/6D. Also Minister for 
En terpr ise and CDmmerce Trade Marks Acr 1953: Profw .wlsjiJr Reforlll , above n 57 , 8 and Appendi x 

A , ~-
-, In the nineti t'S SL'\ eral nc' \\' trade mark leg.is lati un s \\'e rl' introduced in England ( 199-1). see ahove n 
55. Australia ( 1995). Sl't' ahD\'t' n 55. Sin gapore ( 191)8). 't'C ahn\' L' n 54 and also Ne\\' Ze;tl ;tnd' s signa­
ture under the int L· mat innal lnlL"l kct ual Propert y Ri ght s 1\ g. ree ment TR IPS ( 199-J. ) amlmemhershi p of 

th L' \VTO ( 191)-1). ;thtl\ C II ~-
·- 1\'lini , tr \ tlf l 'tnll111L' ITL' Rl' l'il'lt ' o( fill' Tmdl' 1\/arL :11'1 1953: !ldt ·isorr Conuni11t l' 10 li li' Connni' 

,ionl'1· uf-'/mdc · ,\/uds (prcpa rL·d fllr the lin, tcr ftll. LntL· rpri sc and C'tHlllllL' I'Ct' . V·.lc· llin gton . 15 SL·p­
lL" Illhl· r ll)l)l)) (0ht;1inn l under Oll icial lnfurmat iutl :\ ct 1 1) ~2. Rcq uL'S t to tilL' lntL· Ikl'lual Pmt1L'I't\ 

Tl·a111 . 1\ l!ni , tr \ ttl . l-:ctlnn llli L· DL"\ L' \Ppllll' llt ) I. 
' s,·,· h,·ltl \1 Ill\ I in dt' l;til. 



2 Litera/m eaning and interpretation o.f section 17( 1 )(b)( i i ) 

Here I a na lyse th e lite ral mea nin g of th e section's wordin g a nd 

co nside r it s adequate inte rpre ta ti on . Therefore. I will sp lit up e ith e r sm­

gle wo rd s or word co mbina ti ons. In a dditi on. I will foc us o n th e co hes ive 

m e anin g o f th e differe nt word sec ti ons. 

(a) ' 'A sec ti on of th e community" 

Th e Concise O.~ford English Dicrionar/ 9 defi nes a ·'sec tion .. as "a 

di s tincti ve gro up with a large r bo dy of people or thin gs''. A sec ti o n mi g ht 

e mbrac e groups of gay people o r Methodists. but a lso bi gge r group s . 

s uch as Pacific Islande rs , Chri stian s or eve n wo m e n . This is beca u se th ey 

so a re a ll a p ar t of New Zealand community a nd these group s h ave sp e -

cific characteristics , which makes th e m di s tin g uishabl e in r e la ti o n to a ll 

o th e r people living in New Zea land. Maori are likely to qu a lify . Due to 

th eir recognition as indi ge nou s people of New Zea land and the di ffe re nt 

cultural roots in comp atison to th e re m ai nin g New Zealand e r s. Maori are 

"a di stinctive group with a larger body of people" . 

However , th e statement of " a larger body of people" does not 

indic a te how many people exac tly comprise " a section" du e to the a dj ec­

tiv e "larger" desc ribes a vag ue , rath e r th a n a c learl y definite number of 

peopl e. This shows th a t th e defi niti on of a " section of th e c o mmunity" is 

very broad a nd covers m any diffe rent communities existin g in New Zea­

land . The refor e, th e words " a sec ti on of th e community" provide o nly 

broad a nd indefinite res ults . 

(b) "A significa nt sec ti on of th e co mmunit y' ' 

The additi o nal word " significa nt" me an s that o nl y " important. 

no te vv o rth y or co nse q ue ntial'' 81 sectio ns of th e co mmunity a re th e re le ­

vant c rit e ria fo r refusal s o r trade mark reg is trati o n unde r se c ti o n 

'' s ., ~ l ll c' ' · C' ~ 1 th c· rin e ~111d .-\n ~w, Slc'\'c ll SOI1 (c•cb ) Conci l'( ' (h/onl l:'n ~l f ., fl Oiu ion ruT ( I led. 0\ l'l>rd 

l 11 1\ e' r ' ll \ Pre''' · 0 \ l <> rd . ~ c' \\ Ymk. 200-1 ). 
'" 111 111 1 ; ie " . the· te rm " the l' ll lll llll ll1 it y" dm·, nu t nc: e·d IH>I tn he· ana h ' ·d inekt a il s ince it rc kr~ . du e· 

II • 11 , , i ·11 ~ ular u"'· til a llpc <> p ie li 1 in ~ i1; Nc" Z e ala nd :u1d thu ' ~ dl inha b ita nt ' l' f :\c'' Z e- a land . _ 
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17 ( I )(b)(ii). However. "significant" its e lf does not expla in which particu­

lar co ntex t m akes '·a sec ti on of th e community" significa nt in terms of 

sec ti o n 17 ( I )(b)( ii ). Th erefore . diffe re nt cont ex ts mi g ht change th e c rit e­

ria of w ha t qualiti es ··a significant sec ti o n'· for sec tion 17 ( l )(b)(ii ) a nd 

might also apply for broad ra nges of diffe re nt group s . 82 This. how ever. 

c au ses ind e te rmin a te practical res ult s if th e law is a ppli ed. Nevi Zealand 

legis lat ors co mm e nt e d th a t this wo uld provide fl exibility in app lying the 

law and wo uld allow the Commi ssione r to regard chancres vvithin com-
~ e 

muniti es and a lso modifica ti o ns of va lues o r perspectives of New Zea­
S' la nd · s soc iety . ·' 

Also sec ti o n ' s 17(1 )(b)( ii ) additi o nal condition of '"offe nsive ne ss" 

regardin g a tr a de mark mi ght influe nce which gro up s are considered as 

' ·significant sections of th e community". This mi ght also modify w hic h 

··sec ti o n of th e community" qualifies as ·· significa nt" . The te rm of " offen­

s ive ness·· is discussed be low under (d ) in detail. 

Thu s . ' 'a section of th e community" can be "' s ignifica nt' ' for se v­

e ral reaso n s. 8-+ On e of those reasons can be th e geographic al migin. For 

exa mpl e . the M aori Wh anga nui tribe is geograp hic ally signific ant in 

te rm s of thi s section beca use this tribe was origi na ll y locate d in th e 

Whan ga nui rive r a rea of New Zealand . 

The '"s ignific ance" of a section ca n furth er be app li e d with re ­

s p ec t to th e size of a pop ul atio n. Thi s indicates th a t a "noteviorth y" a nd 

th e refore large numb e rs of peopl e or communities as a gro up of " sig nifi­

ca nce"' . Th e IPONZ Prac tical Guidelines sta te in thi s contex t that " lt ] he 

s ignificant sec ti o n of th e community m ay be a minority that is neve rth e­

le ss s ub s tanti a l in number." 85 However. the te rm " s ub sta nti a l in numbe r" 

is lac kin g de finition and does not exp lain th e partic ul a r size of the sec­

ti o n. w ha t co uld hav e been use d as a be nc hmark . Non e th e le ss . s in c e all 

Muori g ro up s to ge ther ha ve a size of app roximat e ly I S pe r ce nt o f N evi 

' ' 1:o r L' \;1nq1k . SilllJ1' ''n (lri ersnn .. Submi ssion to the C(\llllll l' rcc Committee on lhL' T rade Marb B ill 
21)() , ... 
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, , H;1rh;u ;; SiiiJi , ;lll. J"radl· i\'larh. L i l\·ycr in Trade iV!arh.s 1:ocus llruup D mfi Norc' ofr/w 'f"rut lt · tllur~ 
;. , " ' " .\ lt ·crll t >: i \\ L· IIin ~ tun . I C1 A pri ll 996) (Obtained under O lli c i;d ln r,,nnali lln :\ L·t i')t\2. l<cqliL'S llll 
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Ze al a nd 's po pulati on. 86 Maori are a "s ub sta nti al numb e r .' ' Thu s . Ma 01i 

a re con side ra bl e a s "a significant sec ti on o f th e community". However. 

th e rega rd of Maori a s e ntire popul a ti on does no t conside r th e di ffe re nt 

Maori c la ssifica ti o ns. for exa mpl e . indi vidu a l tribes o r s ub-tribes within 

th e Maori po pul a ti on. 87 

Fina ll y. " a sec ti on" mi ght also be "sig nifica nt' ' in a c ultura l or 

hi s to ri c al co nt ex t. Th e e ntire Maori popul a tio n but a lso th e p a rti c ul a r 

Maori gro upin gs ca n be rega rde d by a c ultur all y '·s ignifica nt sec tio n in 

the community" du e to th e ir s tatu s as indi ge no us peopl e. In a dditi o n. 

th e c ultural ide ntity of Maori makes Maori re mark able ly di s tin c ti ve to th e 

res t o f New Zea la nd' s "community." w ho are m os tl y W es te rn Europea n. 

Th e diffe re nt a pproac h of Maori regardin g tr ade m a rk s law sys te m 88 fur­

th e r indica tes th a t th e specific Maori c ulture is ·'significant" in comp ari­

so n to o th e r co mmuniti es in New Zeala nd . The inte rpre ta ti o n as c ultur­

a ll y "s ig ni fica nt' ' is very likely to be th e mos t im port a nt c rite ri a regardin g 

Maori since thi s lega l interpre ta ti o n mi ght provide a lso s m all Maori 

gro up s 89 \Vith th e opportunity to claim "offensive n ess" of a tr a d e m a rk . 

Th e precedin g a nalys is shows th a t th ese te rm s e mbrace a wide 

scop e of m ea nin gs of th e word s "significant sec ti o n. " Thi s also inc lud es 

Maori popul a ti o n . Th e word s, however, a re lacking c lea rly d efin e d scope. 

In p a rtic ul ar. th e r a nge of gro ups in New Zea la nd - a ll po te nti a l gro ups 

in te rm s of sec ti o n 17 ( l )( b)( ii ) - requires a par tic ul ar be nc hmark of w h a t 

m a kes " a sec ti o n of th e community" "significa nt". In a legal contex t , thi s 

is like ly to cau se uncert ainty in tr ade mark prac ti ce , in p a rtic ul ar fo r the 

Commi ssio ne r and a trade m ark applica nt/u se r beca use th e wo rd s d o 

no t prov ide g uid a nce a s to wha t kind of gro ups ac tu a ll y qu a lify as '·s ig­

nifi ca nt sec ti o ns o f th e community" a nd w ha t gro ups do not. 

' ' ' \ Liu i St> llllllt>n .. lnll' ll,·,· tlla l Pn,pc rt y Ri gh t' and lndi gt' n ll ll ~ Pcopk ' Ri ghh ~ 1 1 1 d Obl iga ti on<" In tl! o · 

rion1 '\lu~; 11 : i n 1 · <lllt p://1\"" . i n n ll't i onm~lga7 in t'. L'O nllra0 l/ rn, 2.html > ( I<Jq aL·cc''"'d on ::! 4 1:,· br11al'\ 
20051 
• l{ ,· ~a rdt n ~ d i llncn ti~Jil lln' or \ l ~illl' i ptlpll latinn "'(' hchl\\ undl'l' \ ' l\ 2(c) in,ktail. 
., s,.: ah"' :. Ill in d,· tail. 
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(c) '·A significa nt sec ti on of th e co mmunity, inc ludin g Maori' ' 

Th e wo rd s '·including Maori' ' qu es ti on th e prece din g conc lu sio n s 

if thi s wo uld mea n th a t o nl y Maori turn "a secti o n of th e co mmuni ty .. 

into a .. sig nifica nt sec ti o n'' a nd o th e r g ro up s a re exc lud e d . 90 Th e n sec ti o n 

17 ( 1 )( b )( ii ) s ho uld exclu sively res po nd to Ma01i conce rn s . In contras t. 

Pan sy W o ng. MP. s ta te d th a t th ese words indica te th a t Maoti a re th e 

m a in .. sig nifica nt sec tio n o f th e community". 9 1 In a dditi o n . it is a lso p os­

sibl e that Maori do no t qu ality as '·s ignificant sec ti on·· bu t s ho uld neve r­

th e le ss be conside re d . 

T he lite ral m e anin g. ho wever. does no t conf irm th ese ass um p ­

ti o ns. Th e word s " includin g Maori ' ' refer to " a sig nific a nt sec ti o n of th e 

co mmunity' ' . '·Inc luding Maori " serves as a n ex pl ainin g a m e ndme nt. Th e 

comma a fte r "c o mmunity" indica te s thi s. The comm a afte r "community" 

in re la ti o n to ·' including Maori" implies th a t Maori a re "a sig nifica nt sec­

ti o n o f th e co mmunity ." Thi s s hows th a t M aori a re covere d by th e te rm s 

o f '·a sig nific a nt sec ti on of th e community" . 

Thi s co nforms to th e Comm e rc e Committee w ho s ta te d th a t th e 

\NOrd s " signal a n int e nt on th e part of th e Governm e nt to recogni se th e 

co nce rn s o f M aori . .. with regard to inte ll ec tu al prope rty law , a nd th a t 

Maori ha ve s ta tu s as th e governm e nt 's Trea t/~ pa rtn e r. 'm Al so , th e Le ­

g al Advice. give n by th e Mini s try of Ju s tice , s tressed th a t sec ti o n 

17 ( I )( b )( ii ) is o nl y consiste nt with th e New Zea la nd Bill of Ri g ht s Act. 9.J if 

o th e r e thnical sec ti o ns of th e community" also qu a li fy .95 

Howeve r, th e te rm ' 'Maori" does no t ex pl ain how Maori a re d e­

fin e d 111 thi s co nt ex t. as th e Hon Ri chard Pre bbl e , MP, m e nti one d .96 The 

word Mao ri compri ses Maori popul a ti on o n th e w hole. but is a lso use d 

fo r sin g le M ao ri iwi ( trib es), ha pu (s ub-tribes) or indi vidu a l Maori w ha n a u 

( fa mil y tri be s ) . If "Mao ri " is co ns ide red with res pec t to "s ig nifica nt sec-

'"' Ba ld \\ in Shcl , to n vVat<:' r, · · s uhmi ~s i n n lo t he Cll lll lll L' rC<:' Commillcc Oil lhL· Trade Marb Bill :!00 1''. 
" 1 10 1 ;\ t l ~ u ' t 200 1) 59:; 1 ZPD IO<IO:'i - 10606 . 
. ,. TrL';It \ :~ r \\ ' ai t an ~ i . 
" ' \'l1ni ~ l l"\ 11f l :cll ll ;llni c DL' \ L'i<'P illL' Il l Trod(' tl!or ks Bill : Sttf ifJ/c •ntetlfw-r /hie/in~ Ill. ahmL· n 58. 12 . 
. ,_, i\l' " /l:; tl ;1nd B i ll u f Ri ~ hh ,\ ct IIJ'JO " :'i . 19( 1) amllluman Ri );ht> 1\ ct 199:;' 2 1. 
'" \l1ni 'i1 , ,, f .l u, t icL' Lc ~;t! .- \d 1·iu ·. Colllf'l io nn • ll 'ilft lft l' Nnr l.culoml /WI of' l? ig ft ls . cl J I) IJ(): Tmdl' 
1/, 11-l,, Ui ,-, :nr i/ , 1, rcp;trcd f11r 1 hL· :\1 11 H·nn -( ~ L· nc ra l. \Vc II i ll f! lnn. I 9 J unc 200 I l 25. 26 ( Oht a incd unLkr 

1 >111L·1al l n f11 11 11 ;1l i" n ,\ L'l 11>:-C. RL'lj i iL'' ' " ' thL· 13i ll <l f R i ~ lll ,/l l uma n R i~ h t ' 'kam. \ l in l ' l r \ 111 Ju , li CL') . 
'" I l l) ' '' IL' IllhL· I ~ I)() ~) (10-\ '\/ 1' 1) ~ 2YJ . 
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ti o n ... indi vidu a l a nd very littl e group s of Ma ori also c a n be s ubs um e d 

und e r sec ti o n 17 ( I )( b)( ii ). Thi s is bec a us e Maori iwi. h a pu a nd eve n 

Maori w h a nau mi g ht be '·signific a nt sectio ns" du e to th eir cultura l di s ­

tinc ti ve ness and c haracter. eve n th o ug h th ese M aori g ro up s d o n o t e n­

c lose a s ub s tantial numbe r o f peo pl e. 97 

Th e conside ra ti o n of a ll Maori gro up s . inc ludin g very littl e tribes . 

howeve r. mi g ht c au se se ri o us probl e m s in tra de mark prac tice. M a n y dif­

fe re nt M aori gro ups. for exa mpl e th o usa nd s of di ffe re nt w h a n a u. ex is t . 

Th ey all mi ght fee l offe nd e d by partic ul ar tra d e m a rk s . The refore . tra d e 

mark use rs /propri e tors ca nn o t rely o n th e ir trad e m a rk ri ght s. Sec ti o n 

17 ( I )( b )( ii ) wo uld th e n a ll ow th e s m a lles t gro up s to a tt ac k tra d e m a rk 

regis trati on. eve n th o ugh th e existe nce of thi s trib e o r its p a rti c ul ar c ul ­

tural fee lin g had neve r bee n know n before. Thi s mi g ht c a use se ri o us un­

ce rtaint y . It a lso re duces th e pro tec ti on of trad e m a rk ri ght s . Con side rin g 

th e poss ibl e e ffec ts o n trade m ark practice , it is qu es ti o na bl e w he th e r 

thi s trade m a rk legisla ti on aims to provide s in gle a nd very s m a ll Maori 

g ro up s with suc h ri ght s. In my view, thi s inte rpre ta ti on is contrary to th e 

principles of trade m ark law beca use thi s wo uld s ub s ta nti a ll y re duce th e 

ri a ht s o f trad e mark use r/propri e tors . c 

Neve rth e less . Te Puni Kokiri preferred th e a dditi on a l a m e nd­

m e nt of '" iwi" . ' ·hapi.i" and " wh a na u" to sec tio n 17(l )( b )(ii ). In contrast. 

th e Mini s try of Comme rce did no t agree with T e Puni Koki1i since th ey 

th o u g ht ' 'i w i. h a pu a nd w ha n a u wo uld fa ll within a 's ignifica nt sec tio n of 

th e co mmunity ' .' '9::; Th e Mini s try of Commerce's vie w ga in e d accept a nce 

regardin g th e ultim a te wordin g of sec ti on 17(1 )( b )( ii ) . 

Howeve r. I ca nn o t ag ree with thi s opini on beca use th e wordin g 

doe s no t c le arl y re fl ec t thi s me a nin g. F urth e rm ore. th e wordin g d oes no t 

d e fin e w hat Maori g ro up s .. Maori '' cove rs a nd w ha t gro up s it exc lud es. 

T he wordin g is ve ry likely to ca use di sc uss ions ab o ut vvhe th e r sin g le. 

s m a ll Mao ri \\' ha nau co uld al so claim a pa rti c ul ar tra d e m a rk 

., . \ Lim l l" rad ,· :vbr~ ' (il"ll llj) . \ lin i , try or Cll lllll l<: l"l'L' Jl!uo ri Truclc 1\ /u r /..s: ,-j Dil< '/1 .1.\iOII PIIJ )('I'. ahlli'L' 

II -1 ~. ~ \ 
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use /regis trati o n as offe nsive to th eir feelings. A clear int e rpre ta tion of 

thi s \vo rd s . however. is s till lac kin g. The refore. I conclude th a t th e con­

s tru c ti on put o n th e word s " includin g Maori' ' does no t show w hich Mami 

gro upin gs ex pressly qualify. Eve n th ough thi s sec ti o n refe rs to Ma01i. th e 

m e aning of '' includin g Maori" re mains a mbi guo usly a nd ca uses uncer­

taint y reg arding th e res ult s o n trade m ark s practice. 

(d) "Would be likely to offend a significant sec ti o n of th e community. 

inc ludin g Maori'' 

He re I ex amin e th e particular me aning of th e word ' 'offend". Section 

17( I )(b )(ii) does no t de fine wha t "offend" ac tu ally meanz. Th e IPO 'Z 

G uide lin es -citing th e Macquarie Dictionary- sugges t defining "offend '' in 

sec ti o n I 7( I )(b)( ii ) by " to inita te in mind or feeling. cause resentful di s­

pl e a s ure in: to give offe nce or cause di spleas ure". 99 

Sec tion 17( 1 )(b)( ii ) does not specify which a reas are s ubj ec t to 

' 'offensive ness.' ' "Offensiv eness" can re la te to m a ny areas; p eopl e ' s s us­

ceptibilities can be offend ed in relation to th eir c ulture, 100 religion , morals 

and e thical qu a liti es, 101 family or social sta nd ards , 102 tr adition al or hi stori ­

ca l va lu es but a lso to m e re common sta ndards of proper be ha vio ur 103 . 

Sec ti o n I 7( 1 )( b )(ii ) is lackin g in restriction or spec ifica tion regardin g "of­

fe nd" o n purpose since "offe nd" sho uld be applied in an " inherentl y dy­

namic" way. This traces back to th e Mini s try of Economic D eve lopm e nt. 

who was afraid th at some presc ripti ve ctiteria mi ght ca use infl exibility 

and mak e th e Commissione r 's exa min a ti on difficult. 104 The word ap-

'''1 IPONZ Pmuicul G uidelin es. Trade Marks Acl 2002 -A!Jsolu1e Grounds: GenNal, above n 35. 32. 
II HI Maor i Trad~ Marks Group. Mini stry of Commerce Maori Trade Ma rks: A Discussion Pape r, above 
n -1- 2. 22 sugl!eq that .. ·offensive ' should include cultural ollcnsive and culturall y inappropriate ... See 
a l ~o Ngllli i?(;nguw hi \\1/wn o unga (Associmion) I ' Planning Tribunal (30 November 1994) and ( 13 Feb­
ruar y 199.5) HC \-V N CP3 1/95. II Neazor J regarding a claim in accordance to the Resource Ma nage-
111~ n·t Act 1991 ,,·here "cultural nll~ n s i ve ness" was di scussed. 
10 11n Cerenwl us 1· Jlolice 11 99 11 7 CRNZ 678 (1-IC) Tompkins .l dea lt with "offensive .. regard in g the 
LJLI L'~ t illn \\ hc lht•r th t' prl' ~c' nC t' tlf a nudi st at a beach in the \·icinit y o f Ot hers beha ved in di so rderl y \lr 

" o llt'll ~ i\ · c· .. lllanncr. 
11 '' "Oilt' ll'i' c· · in rt· l;ll ill llt ll lldll ur tll· noisc· \\aS L'l lll , idcrt•d in 1\ 'i/.~ ,,n 1· Sc/11Tn DC \200.5] NZR i'Vl /\ 76 
I II (.) 
1' " 111 .. 11110 1 , .\'c 11 l 'tm 1011 !i1 !Ji\lritf ('(1 1111 , · ii i ~OO II NZR '1,\ ~~ I \Vil li<llll> .I considnL·d tht' pl;1in ti.ll'' 
; Ji k~ ; lt iPtl "' ··, ,, u;Ji h Pt'kn' i'c' .. \\ ith rl'SJ1 L' Ctt ll 13ui ld in):! t\ c t llJ <) I ' (•-1-(4) ,,·hi ch abt• rckr, t1 1 .. ll ll cn-
' I \ l' , 

1'' 1 \ 11111 ' 11 ' , •I I c, •II • lillie· I k\ ,· J" I'I ll c' lll Tru,lt' \fur~ ' Ii i// : Sitf'/'1 ' 11/t ' ll/ttn· li rie{iug Il l. ahtl\ ,. II 7ll . ~ . 



pe ar s to cover a broad vari e ty of mea nings. Vl ith resp ec t to th e before ­

m e nti o ned areas of. for exa mpl e . culture or re ligion . 

Howeve r. thi s interpreta ti on might not conform to th e N evi Zea ­

land Bill o f Right s Act 1990. ew Zealand legislation req uires th at law 

d ocs no t int e rfe re with ri ghts ob tain ed according to this Bill of Ri g ht s 

Ac t. 1 0 ~ 

Section 14 106 provides th e right to freedom of ex pressio n . Th e 

right to fre e dom of e xpression a ppli ed to trade mark law m ea n s that 

p eopk are fr ee to use and regis ter trade m arks and likewise express 

I . . 107 A b d . . persona optm ons. ve ry roa mterpre ta tton of ·'offensive ness ' ' 

mi g ht res trict or co mple te ly abolish th e ri ght to freedom of express io n. 

This would happe ns if any susceptibility -irres pective of whatever m a tt e r 

and form - qualifi es in terms of sec ti on 17(1 )(b)(ii ) a nd allows ex te n s ive 

attack s of trade mark ri ght s. This res tricts th e p eople's ri g ht to freely 

choose th e sig ns of th eir trade mark and th e re by to express p e r sona l 

opinions. For example. if th e merely vag ue o r uncomfortable fe e ling of a 

s mall Maori gro up with rega rd to the use of trade m arks in ge ne ral 

would already allow th e m to claim ri ghts in accordanc e with section 

17( I )(b)(ii) , th e protec tion of trad e mark tight s wo uld be re duce d to a 

minimum. Thu s '·offend" should be res trictive ly int erpre te d . 

Ne w Zea land legislation ofte n uses the adj ec tive "offensive". re­

lating to th e sa me word family as " to offe nd". For exampl e . the R e­

so urce M a na ge m e nt Act 1991 or th e Sente ncin g Act 2000 refe rs to "of­

fe n s ive··. 108 Th ere are many cases referring to "offe n ive." In Flint v H el­

!u/n· Peach Products, JO<J a case und er th e Food and Drug Ac t 1969 abo ut a 

fo re ign body in fo od. " offe nsive" meant "d isg us tin g··. '·na useo us" o r " re -

d. M . I . . /. \\1 s . L 11 I 0 " ff . , pul sive ... Accor m g to 111111111/ Ct\ I ' ' ate r e rFices l c o · en s1ve re -

ljlllrcs 1n th e Reso urce Mana ge me nt Act 199 1 a s ubj ec t m atte r that has 

1" ' " ''" /.c·;i1 ;1nd Bil l lli' Ri ~ ht ~ ,\ ct 1990 s 5. 
1'" · " ' '" /l· al ;1nd Bill <li' Ri!elll ' ,\c:l 1990' 1-1. 
1" '- •' " / c· ;tbnd Bill ,11' Ri ~ hl ' 1\ cl 1990, 14. IHlllt'\'l'l'. dnc~ tHll Jll'l ll'i dc· tilL' r i ~ hll ll !ll l ntradc 111 a rk ~. 
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o r is .. like ly to ha ve an adv ers e effec t on th e e nvironm e nt." In Hoskin g v 

Runring 111 ··highl y offensive' ' is similar to " significant humili ation. loss of 

dignity o r injury to fee lings. ·· In section 22(2) of Compa ni es Act 199 3 it 

ha s th e m ea nin g of be ing .. an obsc e ne na ture. o r contrary to public pol­

icy. o r likely to offe nd any partic ul ar na ture , o r community o r a ny par-

I. . ,. 112 
ti c ul ar rc tgwn . 

But th e application of interpre ta ti on a ttributed to o th e r legisla­

ti o n s docs no t ex pl ain th e mea nin g of 17(1 )( b )( ii ). Th ese legislat io n s 

regulate o th e r law as trade m ark law and deal with differe nt iss ue s. Eve n 

th o ug h th e re mi ght be littl e relation to trade m ark s. th ese laws ai m to 

gove rn spec ific problems . Other legisla ti on does no t specify w ha t it 

clea rl y m ea ns rega rdin g trade m ark ri ght s . 

In contr as t. th e Practical Guidelines of IPONZ113 refer to tr ade 

mark cases fro m th e United Kingdom regarding inte rpreta ti on of section 

17 ( l )(b)( ii ). 

Th e Hallelujah Trade Mark case 114 deals with inte rpre t a ti o n of th e 

words .. contr ary to mo rality" in section 11 of the former United Kingdom 

Trade M ark s Ac t 19 38 . Regis trar's Hearin g Officer Mr Myall found that 

.. th e use of a mark . . . ha [s] to offend th e ge nerally accepte d m ores of 

the tim e ." 11 5 He decided th a t th e tr ade m ark Hallelujah in r e la ti on to 

c lo thin g is ··contr ary to morality" because "regist ra ti on would be rea­

so nabl y like ly to offend th e reli gious suscep tibiliti es of a no t in s ub s tantial 

numb e r of pe rsons .'" 16 Regardin g sec ti on 17(l )(ii ). this would mean th at 

.. offe nd .. refe r s to re ligiou s and moral s tandard s that communiti e s of a 

n o t too s mall size in Ne w Zealand hav e . 

Ill 1/ol/..iug \" Rtll/llll _t: 12005 I I I ZLR I. 35 (C A ). In the cnnl~ x t IO a I uri c laim or breached pri \·acy the 
. J ud ~c~ rc·krrc·d Iu th~ Pri,·ac y Act 1993 s 66( I )( b)( iii) regardi ng the interpretati on or what it " hi ghl y 

t dlc' lh i \ c· 
II .' iVIi ni ~ lr \ tl !" l:c' t)\l (l llli c l"k \'c' lopmenl. Compan y o rri ce. 13w;iness ami Rq; i ~ tri e s Branch l0/1/ f"'t ///1 " 

1111 111 n ( \\ <· 11 1 n ~ t t lll. ~ () .-\pril ~ 0001 <hllp: //IY\\' \\ ' . n h'cl. g u, · t.n zlri /cu_rc~ /c o~ n amc ~ . html> ( last ac·cessc· d 

t> ll OX t\•Lirch ~()() .:) ). 
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M k A / .. 11 7 h . f ' ' In Gha::.ilian·s Trade ar ' pp 1catwn, t e m ea mng o ·contrary 

to .. . accepted principles of morality .. in section 3(3)(a) of the current 

. . li S d' d . I Umte cl Kmgd o m Trade Marks Act was 1sc usse 111 t 1e context of an 

appli ca ti o n to regi te r the trade mark Tiny Penis in relation to clothing. 

Sim o n Thorley QC. acting a s th e Appointe d Pe rson sta te d: 11 9 

The di,·iJing line is to be drawn be tween offence which amoums 

onl y to di ~ ta s t e and oll'ence which would justifiable cause outrage 

or would be the subject of justifiable censure as being likely sig­

nilicantly to undermine current religious, family or social values. 

Th e application of thi s argument to section 17( I )(b)(ii) mea ns. o n o n e 

hand. that th e likelihood of mere outrage of "a significant section of th e 

community' ' would s<1 tisfy the conditions of this section. His refere nc e to 

o utra ge . hovveve r. is lacking in de tails <1bout the form and range of o ut­

rage. On th e o th e r h01nd. it would indicate th a t besides re ligious s ta n ­

dards- as found in I-Iallelujah Trade Mark case 120 - also th e continuity of 

current family and soc ial values are crite1ia regarding the interpre tat io n 

of "offend'' . 

More rece ntly. the Fourth Board of Appeal of OHIM: 12 1 consid­

~red in Dick Lexie Limited 's Application 122 the mea ning of "contrary to 

public policy or accepted principles of morality" in accordance with sec­

tion 3(3)(a) of th e United Kingdom Trade Marks Act 1994 by m ea n s of 

the trad e mark application Dick & Fanny . They concluded that trad e 

marks \;vhich m e re ly " raise a question of taste" - as Dick & Fanny did -

do n o t qualify in the terms of section 3(3)(a) . Regarding New Zea land 

sec tion 17( I )(b)(ii) this means that trade " marks that are in poor ta s te'' 

co uld b ~ s ub s um ed und e r this sec ti on .123 

11 - (,'/w .- i/iull ·, Frudc .1/ud .·\f ' l ' limrionl 20021 RPC 628( 1't>otnott' in or isinal). 
11' Tr ~ llk '\lark ~ :\L·t 1')')4t l · k ). 
11 '' (,'/,u .- i l iun · , '/'rw/, · .1/ud : lf ' l 'licu rion . ahtl \'C' n 11 7. 6~ 5 . 
1 '" 1/u//du juh '/ mt!, ,\/u d. ;II''''<' 11 114. 6 10. 
1 ' I < ·ll lll ll lllllll \ Trad L· '\ Luk ' Olli l 'L' in United Kindum. 
I . !Ju /, 1.1 ,, , · l illl ill't l'\ ' ' ''' 'li 'Uiiil/1 (25 March 200 ~) OIII M h >urth Board nr f\ ppcal R 111 /~ (){C - -1 
II<H•III• •t • · 111 •' ll !..: lll ;ill I'll ,· (llll\1 .\ppea l di ,c li ,~L·d thL' rc~ i , trahilit~ P I' the trade mark /Jic/, L( Ft 1111 1\. 
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In s umm ary. a n application of these EnoJish cases to section 
0 

17( 1 )(b)(ii) wou ld mean th a t trade marks are " offe nsive" w he re they are 

likd y to undermine mora ls. re li gious. fa mil y or social values. o r also o ut ­

rage .. a sig nifica nt sect ion of th e community" a nd exceed a mere qu es­

ti o n o r poor ta s te . 

However. I consider th ose English decisions as bein g no t appli ­

cable to int e rpre ting sec ti on 17 ( I )(b) (ii) si nce th ose refer to the Unite d 

Kingdom Trade Ma rk s Ac ts 12.J and no t to the c urre nt Ac t. Both United 

Kin gdo m Ac ts are differe nt Ill wordin g if compared to section 

17 ( 1 )(b)( ii ). Furthermore . the United Kingdom sections 125 conta in word­

in gs which are o nl y simil ar to sec ti on 16( 1) of New Zealand Trade Marks 

Ac t ! 95.3 126 but no t to sec tion 17(1 )(b)(i i). However, as I sa id unde r \1 A 

and 13 I . se ct io n 16( I ) and th e ne w sec ti on 17(1 )(b)(ii) are obse r ab ly 

di s tin c t in th e ir wordin gs . 

Section 17 ( 1 )(b)(ii ) IS lacki ng in references to " m ora lity" ' \;>,' hich 

th e E n g li s h cases particularly consider. In additi on, New Zeala nd legis la-
,7 · G t,s 

tors 1- and the National overnm e nt - -l a te r continu ed by the Labo ur-

Alliance Government- decided to th oroughly alte r th e fo rm e r wordin g 

a nd to abo li s h refe re nces regarding " morality" in order to es tab li sh a 

uniqu e legis lati o n that better meets the needs of New Zealand . Thes e 

facts indica te that inte rpreta ti on of sec ti on 17(1 )(b)( ii ) s ho uld not be 

done by m ea n s of th ese English cases since th ey do not take account of 

th e different wording and aims of this sec tio n. Since New Zea la nd had 

co n sc io u s ly decided to crea te uniqu e trade m ark le gislation , uniqu e in­

te rpr e tati o n s ho uld be subseq ue ntly appli ed . An app li catio n of English 

"~ Trade' Mark-- ,.\([ I 9 .") 8 ( Ll K) ~s I I . 17(2) and T rade Marks Act 1994 (U K) s 3(3){a) . 
1'' TraLk Marl-..s ,\<.:! 1938 (LIKl ss II. 1 7 ( ~) and T rade Marks Ac t 1994 (U K) s 3(3){a). 
1' " ·· ICionlrar ;. . to moral ity·· in au.:mdance to Trade Marks Act 195 3 s 16( 1) in relation to '·cont rary 

to aCCL' picd principles of lll llra lil y·· in accordance tr> Trade Marks Act 1994 (U K ) ~ 3(3)(a) and also 
111 rc l:11iun 111 ··contrary t11 111 11 ralit y· · in acumlance tn Trade Marks r\ci 1938 (U K ) ss II . See also 
;ill() \,. \ ':\ 
1' i\ l i ni ~ ll'\ 11 ! ( ·ll llll l ll" rl' L' Hl'fon n o/llw Tmtll' 1\/ud s rll' l /CJ53: Proposed Rccr ll llllll ' IU!l/{ions ( \Vc llin ~ -
I<Hl. I !)I) I ) . 
1 ., < ·ahln,·t \lilllli L' < ·:lhin ,· t h ·llllllll li L· Comnl itiL'e " RL' \' il' ll' pf the Trade Mark ~ Act 1953" ( 13 A pn l 
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le gisb ti o n mea ns to re turn to form e r trade m ark law w ha t excludes a p­

pli c ati o n o f th e new rules. All effort s put into creating unique legisla ti o n 

for New Zealand' s specific need s would be ne utrali sed . 

Th erefore . I conclude th a t th e applica ti o n of th e En gli sh deci­

sio ns to sec ti o n 17 ( 1 )(b)( ii ) is no t a n adequ a te ap proac h for int e rpreta­

ti o n . I sugges t that a n int erpre ta ti on ou ght to focus on th e ac tu a l aim s 

and needs of cw Zea land ra th e r th a n on En gli sh conside ra ti ons reo-ard-
~ e 

in g. U nited Kingdom la w. New Zealand has c hosen to intro duce uniqu e 

tr ade mark la w in section 17 (1 )(b)(ii ). It should move o n a nd develop 

indepe nd e nt approaches rega rding the mea nin g of the word s ' ·would be 

like ly to o ffend a significa nt sec ti on of th e community, includin g Maori" . 

Otherwise. it se t up ne w trade m ark legisla ti on but th e law's practical r e­

s ult s d o no t re tl ec t a particular c hange . 

(e) .. The Commiss ioner considers that its u se or registration would b e 

like ly to offend a signi ficant sec tion of th e community. including 

Maori.'' 

Section 17 ( 1)( b)(ii ) requtres th e Commissione r to decide 

w he th e r a trade m a rk us e /registr ation is likely to offend som eon e or n o t. 

However. th e sec ti on is lacking in expl an a tion of how thi s d ecisio n is to 

be made. Basically two int erpre ta ti ons are pos sible. First , th e words 

" I t]h e Commissio ne r considers . .. " impl y th a t th e Commi ssione r is a l­

lowe d to follow hi s/h er pe rson al opinions. In contrast , second. th e 

Commi ss io ne r· s dec ision could also be a n objec ti ve tes t . 

Th e re are man y cases in New Zealand jurisdiction rega rdin g th e 

te rmin o logy .. offe nsive " w hic h exa min e wh a t kind of test sho uld th e refor 

appl y. For exa mple . in P "D129 judges sa id that a c laim of offe nsive ness 

requires an o bjecti ve tes t considered by a re aso nable pe rson of o rdin a ry 

~c n si hiliti cs Also in Ce renl(f/us ,. Police 1 ~ 0 Tompkin s J s tat e d " th e te . t is 

I " ' I ', 1 J 1 ~ tHHJI ~ '-./ 1 . 1 ~ ) <l 1. (,()~ i ll C\ ; ll ~ " d,·aJ, "ilh ;1 turl clai m rc~ardin ~ an ;tlk ~ aliunur brcach,·d 
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o bj ec ti ve [a nd rega rds ] offe nsive in th e mind of a reason a bl e m a n . . . 

w hose vie ws are re prese nt a ti ve of th e community." 

Also th e I POt Z Guid elin es 1 ~ 1 stat e th a t th e Commi ssio ne r sho uld 

··obj ec ti vely'' conside r. ··fro m th e point of vie w of 'ri ght-thinkin g m e m ­

he rs o f th e p ubli c · : · IPO 1Z Gui delines appl y th e Engli sh case Hallelujah 

Trude f\t/a rk 1 ~c. w he re Simon Th orl ey QC comm e nte d th a t " [a] ri ght thin k­

in g m e m ber ... will be a bl e . objec ti vely. to assess w he th e r or no t the 

mark in qu es ti on is calcula te d .. in te rm s of sec ti on 3(3)(a) of Unit e d 

Kin gd o m T rade Marks Ac t 1994. 133 

Regardin g sec ti o n 17(1 )( b)(ii ). th is mea ns th a t ne ither th e per­

so nal o p1111 0 n o f th e Commi ssioner nor th e spec ific view of th e offe n ded 

g ro up s ho uld be dec isive since IPONZ and th e En gli sh case 134 expressly 

refe r to .. o bj ective ly" '. But also th e Ne w Zealand legisla ti on indica tes a n 

obj ec ti ve tes t du e to refe re nces to ··a reasona bl e pe rson of ordin ary se n­

s ibiliti es·· w hic h co nfo rm s to " representa ti ve views of th e commu nity." 

In a dditi on. th e Commerce Committee's Comm e ntary to th e 

Tra d e M ark s Billm s ta tes th a t sec ti on 17 (l)(b)(ii ) ori ginally provided th a t 

th e Commi ssion had to conside r "on reaso nabl e gro und s." Thi s sho uld 

preve nt cl aim s o f un sub stanti al or fri volous offensiveness. 136 The words 

we re la te r o mitt e d since one mi ght mi sund ers ta nd th a t " th e Commi s­

s io ne r di d no t have to consider and ac t reasonabl y". 137 Th ese words im­

pl y an o bj ec ti ve tes t since th ey indica te a decision based on reason s th a t 

eve ryo n e compre he nd s and conside rs as reasonable - irrespec ti ve of 

p e rsonal o pinio n s. Th e ri ght to appeal regardin g th e Commi ssione r ' s fi-

1 ' 1 1 PONZ Prucricul Guidelines. Tmde Murks AC! 2002 -Ahsolttll' Grounds: General, a hove n 35. 33-
34 . 
1 '' 1/u // c/ujuh Trude Mur/... a ho1-e n 106. 
1 " 1/u//c/ujuh Trudt .1/ur/... ah(n'c' n 106.635. 
1 '-~ 1/u//l'it;iuh Trudt · Jllul'f.. . aho1·c 11 106. 
1" TraLk :\ ~a rb Bill 200 1 (1hL' cll lll lllC nt ar y). 
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nal decision co nfirm s thi s argum e nt beca use judges are exclu sively a bl e 

. b. . I f d d . . . I d I 138 to exa min e o JeC ti ve y oun ec isions w1t 1 regar to aw. 

However. in te rm s of IPONZ and New Ze aland case law . the ob-

jective tes t does no t say what '" ri ght-thinking me mb ers of th e public" o r 

·· rea so nabl e person s with views re prese ntin g th e community .. m ea ns a nd 

w ho th ey are. Probl em s arise w he n th e Commi ssioner is to decide 

whether th e spec ific pe rspec ti ve of the offend e d gro up still qualifies in 

te rm s o r .. ri g ht-thinking o r re prese ntin g th e community's views .' ' This 

happ e ns in particular. if th e s ubj ec ti ve feeling of a gro up appears ex ­

tre m e . a li e n o r abstruse co mp ared to th e well-known susceptibilities of 

th e m os t part of th e Nevi Zealand population . Th e n it becom es quickly 

disputable w he th e r th e offe nsive ness of thi s gro up fulfils th e re quire ­

m e nt s o r a "right-thinkin g" or "reasonable" ma n ' s pers pec tive or not. In 

addition. in case the offend ed gro up is exce pti onall y s mall or comm o nl y 

unkno w n . th e Commi ssion er faces tro ubl es in evalua tin g which persp ec-

ti ve is re levant. This is beca use sec ti on 17(1 )( b )(ii) does no t determin e 

what th e words '" ri ght-thinking or reasonable person of ordin ary su scep­

tibilities" say in d e tail. Although the Commi ssioner might get additional 

advice regarding a specific group -wh a t refe rs to th e in stituti on of a n 

advisory committee as di sc ussed in V C - the Commi ssione r 's decision 

remams difficult regardin g which gro up s are " right-thinking m e mbers" 

and what fee lin gs are reasonabl e and thu s qualify as " right-thinking 

m e mbe r s.' ' 

Th e refore. sec ti on 17 ( I )( ii ) is very likely to ca use seri ous prob­

le m s in th e futur e. This is in particular , if an incre as in g number of s m a ll 

co mmuniti es of exce pti onal suscep tibiliti es fil e obj ec ti o ns to th e Commi s­

s io ne r sin ce thi s e ffec ts th e trad e mark ri ght s of trad e marks own ­

e rs/ u se r s. In th e wo rs t ca se. trad e mark ri ght o wne rs hav e to be afraid 

ur many nb.i \.'C ti o ns or diffe re nt gro up s with exce pti ona l s usce ptibilities. 
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C Sections 177 to 180 

Sec ti o n 17 ( 1 )( b)( ii ) a nd 177 to 180 acco mpa ny eac h other du e 

to references to Maori . Their int e rac ti on is th e s ubj ec t of a n a lysis in this 

sec ti o n. 

1 General m ·ervie11 · 

Sections 177 to 180 cont::tin rul es rega rding th e introduc ti on of 

Ad . c . 1' 9 . - . 1-1 0 b I . I-l l d . an vtso ry ommtttee. · It s tun ct10 n. m e m e rs 11p a n Inte rn a l 
I.J ' proce dure. -These sec tion s ::tre linked to sectio n 17(1 )(b)(i i) since thi s 

Committee ::tdvises th e Commissioner in dec ision s rega rdin g sec ti o n 

17( 1 )(b)(ii). Section 178 me nti ons : I.J~ 

I Tjhe committee is to advise ... whe ther the proposed use or regi stra­

ti on o f a trade mark that is . or appears to be. derivative of a Maori 

~ign . including text and imagery, is. or is like ly to be, offensive to 

Mao ri. 

Th e c lose re lation betwee n sec tion s 177 to 180 a nd 17(l )(b)(ii ) does 

o nl y di sconn ec te d when a trade m ark is or is likely not d eri vative from 

Mao ri . In this case the sections 177 to 180 d o not apply , but sec ti o n 

17( 1 )(b)(ii). In practice , how ever. trade m arks of Maori origin are us u a lly 

o ffe n sive to Maori or Maori groups ::ts th e e xa mpl es I ha ve give n above 

show. 1.J4 

This Committee is exclusively created for Maori , a ltho u g h th e 

Act does n o t specifically m e nti on thi s. However. sectio ns 178 and 179 (2) 

d o n o t re fe r to groups other th a n Maori. This makes thi s Committe e 

uniqu e fo r Maori matt e rs. 

Between October 200 3 .145 whe n th e Committee wa s e stabli she d . 

Tr;ldL· :-- Lt1 k ' . \ c t 2002 ~ 1771 I \ . 
T radl· \Ltrl._ , . \ll 2002 ~ 17X . 

Tr;1Lk\ Lt1 k ' \ c t 2002 ' I 7l) . 

Tr ;1d,· \Lt t k ' . ,,., ~ ()() 2 ' I XU. 
Tr;tllc \Ltr k ' , ,., ~ ()ll 2 ' 17o 

I I s,·,· ; d)J l\ c' ll llch · t Ill. 
1 l lt c· lt .id c· \l.11 " ' \ c t ~ ()() 2 ( ;llll c' illlll f1 lrc L' \lll 2 () :\ll ~ ll ~ l ~ ()l J.' . 



and l l M a y 2004. 146 th e Committee exa min ed 333 trade m ark s \vhic h 

th e y c o n s id e re d a s cont a inin g Maori signs . 147 It fo und th a t e ight tr ad e 

m a rk s o ut o f th ose.: 3 33 we re like ly to offe nd Maori or required c lo se r e x­

am inati o n .14s 

S' igni(i cunl tlllrilJ/Ites of 1he Arh·isory Ca111111ilfee 

T hi s C o mmitt ee com pn se s five me m bers ho ldin g knowle dge in 

Mao ri art s . c ulture o r la n g uage o r close conn ection to Ma01i iwi but also 

bu s in e ss an d / o r le g al ex pe rti se. 149 T he Commi ssioner appoint s Commit­

tee an d m e m be rs a nd m ay alt e r bo th .150 

T hi s T rade M ark s Advisory Committee 1 ~ 1 was e s ta bli shed fo r th e fo llow­

in g purp os e s: 152 

[T [o minimize the risk that the Crown may inadvertentl y register as 

trade marks Maori text and imagery where registration would cause 

o flence to Maori . . . . It was also thought that . . . a Commillee would 

prov ide the opportunit y to more effective ly manage the Crown/Maori 

re btionship and minimi ze the Treaty-based risk of the Crown. 

T h e Ac t co nt a in s o nl y rudim e nt a ry reg ul a tion . Sec ti ons 177 to 180 p ro­

vid e a m e re f ra m e work fo r regul a tions , fo r exa mpl e re gardin g pow er , 

fun c ti o n. m e mb e r s hip , o r re mun e ra ti o n. T hese are to be d e termin e d be ­

tw ee n C o mmi ssio ne r a nd Committee. 15J It is e xpec te d th a t ove r tim e 

1 ~ '· L.1 ~ 1 111 l'L' lin ~ o l" the Maori TraJ e Marks Advisory Comm it tee for the year 2003 ending June 2004. 
1 ~ 0 I PONZ M u o r i T rade M ur/.. s Afh•isorv Co111111irree Annual Repo rr 2004 (Wellington. 03 December 
200-1 ) <http ://\\'\\' \\ .ip< lll Z. !.! O\·t .nL/pls/web/clbssit en.main> (las t accessed on 16 Fe bruary 2005 ). 
1 ~ x IPON/. i\luou Tmt!e t\llu r/..s .- \ t!1·isorv Conuuirref' A llllll al Repo n 20!J4). above n 147. 
1·1" !POi'\/ 1\ /uo r i Tru de !11u rks A d 1·isorr Colll!lliiiN' (Welli ngton. :> 0 Jul y ::!004) 
< ht tp:// \\\\\\ . ipt l ll /.~ <1\ · t.n ; / pb/ \\ L' h/dhss it e n . main> (last aCC L'Ssed on 16 Fc h rua r~' ::!005) menti ons the 
J J ~ II ll L'' and ' PL'L" ii"ic L' -' l'l'r l i ~l'' "'" l'ac h Cnmmillee member. 
I' " T ralk :VLir l.. " r\ l' l 2002 " 1771 I ). (~) .a nd 179.( I). 
1' 1 11'0 \:/. t~ l li L· I a lh li 'L'' t lli ~ nallll' rm the Ad \' i ~ u r y (\l llllll ill l'l' in accordance with Trade· M arl.. ~ r\ ct 
21lll2." 177 111 I i-\ ll. 
1' ' iVI111 1, lr\ <>I l·:c<Hi tHll iL· J)l·\,· l,, l' llll' nl Tmdf' fl luds /W I: Suf 'f ' l t' II IC'II Ic liT /Jricfin.~ I I . ah<W L' n 21. 9. 
1'' Tr:llic' \ l:t\1,, \ c'l 21H l2 ' l i-\0 1 \'~ a rdin g Ilk' proccdll l\' or tilL' Conunil lt'l' . In ge nera l. ~l'l' l'- 'l ini '>ll'\ (> ( 
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th ey bo th will deve lo p a sa ti sfactory form of cooperation. 1-4 

How e ve r. since th e introducti on of thi s Committee 111 Oc tob e r 

::?.003. o fficial informati o n about th e compl e te d work of th e Committee . 

fo r example g uidelin e s rega rding th e Commissioner's advice. is ve ry thin 

and s till appe ar s to be at a preliminary tage. 155 Thi s provides an unre li­

:lbk basi s re garding c lea r res ult s by th e new Act and thu s lead s to un­

certainty in trad e mark prac tice. 

Despit e th e ec ti o n·s words .. th e Commi ssione r conside rs·· and 

IPONZ' s s tat e m e nt 156 that th e Committee's advice '"is not bindin g on th e 

Commissioner.. it is di sputabl e who the final dec ision 111 section 

17 ( I )(b)( ii) makes . th e Commissioner or th e Committee. It see m s a lso 

unsure how far th e Commi ssion er actually need and de pe nd on th e 

Committ ee ' s op ini o ns. Furth e rmore . to what ex te nt do th e Committee's 

o pini o n s inllu e nce th e Commi ssioner' s final dec ision regardin g section 

17( I )(b)(ii)? 

The Commissioner is not able to gain knowl edge in all different 

p e r s p ec ti ves o f all Maori groups. The re fore, th e Commissioner is to rely 

o n the Committee· s expe rtise and considerations. The Commissioner' s 

p owe r li es in o nl y applyin g th e law . Wh enever th e Commissioner lac ks 

s uffi c ie nt kn ow le d ge . it is very likely to that he / s he will strictly follow the 

Committee's direc tions du e to th e absence of o th e r options. Thus th e 

Commissioner directly applies th e Committee· s sugges tions beca use it is 

imposs ibl e fo r him/h e r to prope rl y evaluate th e allegation of offensive­

n ess. Thi s causes an increa se of th e Committee ' s power. It also res tric ts 

th e Commissioner's s uppo se d s tro ng positio n at th e sa me tim e. Thu s 

th e Committ e e ac tuall y make s th e decisions in sec ti on 17(1 )( b)(ii ) . Addi­

ti o nal pro bl e m s might ari se vv he n th e Commissio ne r conside rs th e Com-

mitlL'L'·s estimation reg ardin g a trade mark as wro ng. eve n th o ug h 

1' 4 ;\linl , l l"\ ,,1 Lc<>lllllllic· D c' \ c' lt >plllc' lll Tmdt .\lad' Bill : Slll lf'ii' II ICIIUIIT Bricf i llg II . ahnv n 2 1. 12-

1-L 
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hi s/ h e r kn ow le d ge in thi s particular case is not e nough to m a ke a d eci­

s io n b y him/h erse lf. e ith er th e c t no r IPONZ mention this proble m or 

s u gges t soluti o n s. 

Legitinwn· (~r rh e Arll ·isory Co111111itree 

Sec ti o n s 177 a nd 180 do n o t refe r to g r o ups other th a n Mami 157 

and al so th e e ntire Ac t d oes n o t pro ide provi sio n s th a t allow th e es t ab ­

li s hm e nt of o th e r co mmittees . s ince sections 178 and 179(2) expressly 

menti o n an Adv isory Committ ee o n! attribut e d to Maori. IPO Z u ses 

th e nam e Maori Trade Marks Advisory Co mmittee for thi s committee . 15 

This c irc um s tance questions th e legi tim acy of thi s Maori Com­

mitte e with r eg ard to ot h e r g ro up s besides M aori . In p a rli a m e ntary de­

bat es seve ral Parliament Members. s uc h as Stephen Franks. 159 th e H o n 

Tony R ya ll 160 o r Judith Collins 16 1 continuously expressed conc e rn s th at 

th e taw pri v il eges Maori compared to other groups without gi ving par­

ticular r eason s for thi s. This would re inforc e separation betw ee n Mami 

and o th e r communities. In th e ir o pinio n , a n exclusive Mami Advisory 

Committee di sc riminates significant other communities and thus causes 

raci s m . Th ey also complained that th e Commissioner's a b senc e of 

kn ow le dg e turns th e Committee into ac tu a l judges regarding offensive 

I . . 16~ 

trade tn a rk u se r egis tration . -

Th e r e for e . th e Maori Advisory Committee might be (prima facie) 

discriminatory in criteria of rac e or e thic origin. This Committee might in ­

fringe th e N ew Z ea land Bill of Ri ghts Act 1990, nam e ly the ri g ht to free­

d o m from di sc rimination in acc ordan ce with sectio n s 19 ( 1) and 5. 163 

Nevertheless. th e Trade Marks Bill ha s pa sse d . Th e legis la ti o n was con­

s id e r e d a s b e in g co h e re nt w ith N ew Z ea land Bill of Rights Ac t 1990 a nd 

1 ,. SL·L· ahll,.L. under\ " C I . 
1 ' ' SL' L' '''r L'"\~llllpk . IPONZ Prc~<"Tintl G uidclin('s. Sccr ions 177- IS O of Th e Tru/(' Mo r/.: s AcT 2()(J: . 
. \luuri · \ dl "l\/1 / "\ " Coll/11/lllCC c\ ,\hiori Trude 11·/ ur~s. ahu\"(' ll 1)6. 
1 • • , 1 1) 1 . \ u ~ u -. t 200 1 ) ) '>."' NZPD I 060 1- I Ou0:2 and ( I C) lp,·c mhn :2 002) 604 N Z PD :2 :2 78 . 2:'\06 . 
1' "" 1 1 I ) "'"' L' lllhL· r ::' IHl ::' 1 (104 1\/. PD 2270 - 2:2 7 1 
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al so w ith it s ri g ht to free d o m o f di sc rimina ti o n . 164 Inte r ali a m ainl y th e 

ur ge ntl y ex pre s s e d n e e d fo r thi s in s tituti o n was c it e d as key justifica ti o n 

w h e n th e Bill p a sse d . 165 Th e a bility to introdu ce o th e r committees , if 

s tr u n g ly nee d ed . w a m e nti o ne d as a no th e r jus tifica ti on fo r th e tra de 

mark k g is lati o n . 1r'r' D ue to th e se re a so ns th e Mini s try of Ju s ti ce con sid­

e re d th e M a o ri Adviso ry Committee as e ith e r prima facie consis te nt with 

sec ti o n 19l l ) 1r'7 o r a t leas t ju stifi e d as a .. reasona bl e limit" in te rm s of 

sec ti o n 5 1(,:; and thu s con sis te nt with th e Bill of Right s Ac t. 

Ho weve r. th e Maori Advisory Committee mig ht also inf1inge th e 

rul e s o r natur :.1 l ju s tice. Since th ese rul es provide a nyo ne with th e ri ght 

.. to b e h e ard b y an impa rti a l adjudica tor.'' 169 o th er communities in Ne ' 

Ze aland mi g ht co mpl a in of be in g di scrimina te d due to th e lac k of o th e r 

ad viso ry co mmittees. With out s uc h in s tituti on these gro ups do not have 

th e o pp o rtunity to brin g th e ir concern s fo rwa rd . It mi ght be a m e re 

qu es ti o n o f tim e until o th e r communiti e s w ill cl aim th eir 1i ght s before 

co urt. 

Since sec ti o n s 17 8 a nd 179 (2) regardin g an Advisory Committee 

exclu s ive ly m e nti o n Ma o ri a nd lac k re fe re nces to o th er group s. th e Ac t 

d oes n o t a ll ow o th e r gro up s to es ta bli sh th e ir Committee. Thi s wo uld re­

quire b e f o re h a nd a lte ra ti o ns of sec ti o ns 178 a nd 179 (2) or som e a ddi ­

ti o nal pro vi sio n s in o rd e r to provide th e lega l re quire m e nt s for th e es ta b­

li s hm e nt of o th e r Committees . 

Th e legislato rs w ere aware of thi s pro bl e m durin g th e legisla ti on 

process . Th e y m a d e g rea t effort s to avoid allega ti ons regardin g di sciimi­

nati o n o f o th e r g ro up s . On e exa mpl e is th a t th e fo rm er a me ndme nt " th e 

maj o rit y o f m e mb e rs w hic h mu s t be Maori" to sec ti on 177(1 ) was omit-

1".J M ini ~ t r y o f Justi ce Legu l ,J. (h ·in ·. Com pliance H'ith the Ne11· Zealand Bill of Rights Act / 990: Tmde 
t\1/u r /.: s Bill 2 !i!il. abo ve n 95 . 25-:'\ I in parti cul ar. 
11 '' M ini str y u f Justi ce Legal A,h ·iu ·. Com pliance 11 ·ith till' Ne 11 · Zealand Bill of' Rights Act / 990: Tmde 
1\!u r /... .1 Bill 200 1. above n 95 . 29 . 
1" '• M ini ~ tr ~ ll f Justi ce Lega l A1h ·in ·. Comp/i(tn ce ll 'ith the Nl'lr Zeala nd Bill of Rights Act / 990: Trade 

'''" ' /... 'Hill 21)( i/ . abo\'C . n 95. :'\0 . 
1''. 'JL'II / .L·; dand B ill ll f R i ~ hh Act 1990. s 19( I ):"b-e ryunc has the ri ~ l ll h l freedom from discrimin a­

ti tnlt>n til L· "' r t> lll llb t>f d i ~nimin at i o n in ti lL' lluman Ri "' hts A ct 1991 " 
I• ·· '\; L' \1 I.L·;·tl ;uld Bill or Ri "' ht -. r\ ct 1990 s :'i: .. .. . IT iilL.- ri "' ht -. ;Jn d fr t'L'dl>lll: .. L'Oll t;l ill t'd in thi s Bill or 
I<Jc: lll , 111 ;t1 hL· ' uh,iL'L' t u nl ,: t1> -. ul'il rca sunahk li1n il'o pl\ '; cr ihcd lw Ia\\' a ~ c;ul he d L' ll l U il ~ tra hl y j ust i­
li L' ti JJ > ;1 l rL'L' ;111d Lk ill t>C rat il' Sl ll'i l' t \' ... 
I• ·" ( ;,. , ,IIJ L' \ .\ l :li d .. . \ 'u tu ru l .Ju,·ti, .; F' 1inc if ' l' ·s und F' m('{i ,·u l ! \f'f'/i , ·u t iflll 1 ~,· l l. Hut tcr11nrl hs. SvdliL' } . 
1' 1:-- I t ' (, lltL· ll ;ll llr;tl lll ' I IL'L' ru k ' olf ll li ult< 'l'<lll / f lt/l 't l '/1 / ;JJld /1( '/1 /fO " "' ' l 't ('li t ' i utft' \ in f >I'Of >l' i<l <'<1 1/ S<I . 
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ted s in ce ··th e pro pose d ame ndm e nt \ ould . .. appear to rmse Bill of 

Right s iss ues Ia ndi it is uncert ai n that ... a justification could be 

achievcd .. "1711 

In sec ti o n 17( I )( b )( ii ). th e sugges ti on to use Ma01i la nguage . 

. I . I . I I to r cx.a mp e wng([{a \\ ' lenun as a ub stitution fo r ·'s ignificant ec tio n 

of th e c o mmunit y"" \\'a S quid.! de ni ed .' '- Thi s sho uld minimise po te nti a l 

claim s re g arding prefe re nti a l trea tme nt of Maori or discrimination of 
17' o th e r gro up s . · 

The Commerce Committee also could no t reach agreement o n 

th e wordin g o f sec ti ons 17 8 a nd 179 (w hich both expressly me nti on 

Maori) in it s co mm e ntary to the Bill .174 In contrast. the wording of sec ­

ti o n s 177 and 180 (with o ut Maori refere nces) found consensus. This 

might al so indica te \Vith hO\ muc h care th e legisla tors acte d regarding 

th e p o te ntial c riti cis m o f di sparity be tw een Maori and other gro up s w he n 

th ey d eve lo ped th e ne w legisla ti on . 

In s ummary. th e purpose of those sec ti ons 177 to 180 is the exc lu sive 

es tabli s hm e nt o f an Ad visory Committee for Maori. Discussion s regard­

in g committees for o th er group s appe ar to have been base d on avoidin g 

c riti c is m in te rm s of di spa rity or discrimination ra th e r than on act ual in­

te nti o n s to co n side r the feelin gs of othe r g roup s of Ne 'vv Zea la nd 's 

communit y. 

I ' II M ini -, Jn ll l Lc'(){)(ll lli c De , ·e lnp ment Trude /11/urks Bill: ClaUS(' 177 (prepared rm I he Chair or the 
( ·, llllll1L' rn · ( · .. 1n 1nittc'L'. Wel lin gto n. 15 Febru ary :2002) para 6: T hey reac hed t hi ~ agree ment a fl er the 
LII II '- Uilati ll ll ••li hL' M ini , tr v ,,r .lusti CL'. 
I I I krhc·rt \\ \\ ' i lli a lll ' /)i; ·,iouun· o(! lie Muo ri Lilll ,~ltllg l' . abO\'(' n 2:;: Maori ror En g li ~ h peop/es .from 

( //(' ( ' (}/1/1/ 1'\ . 

I • T r ~ td l· \ 1: II h.' h lc' II ' ( i l' tlll p ,\' {1/('\ or !lie Tru di' Mud s , .. (1('/tS (; /'{11/f l 111 1'1'1 ing ( \Ve II i n ~ lilll. ·' I .I anuary 
1') 1)(, 1 K 1 ( >h i ;tl lt,· d utl Lk r ( llli c i a I In rurmat iun AL·t I1J82. Requ L'St ttl the I nt c l k ctual Pr, ll' '' rt ) ·re-a m. 
\ lll ll , l l ~ •• I l·, ·· •ll<lllll c· I) ,· , L· It lplliL' lll ): c iting T rade 'iarh.la \\ \'C r B;1rhara Sulli,·an . 
1 1·1 ;Ilk \ Ltl h. , I , ,, u ' ( i r''' ll ' .\'nln o( !lie Trud, · Mur/,. s r o,·ll,. (; rt' llf ' ill l'niu .~. ahll' c 11 172. t-1 . 

1 I r ;r. lc· \ l.rr l ' 1\ rl l .:' t)(l l t lilc·c·••t lllll l" illan )" 17X. 170. 
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VI / NTENT/0!\S OF THE GOVERNMENTS AND LEGISLATORS 

T hi s part exa mtn c \\'h e ther th e Ia \ of sections 17 ( l )(b)(i i) a nd 177 to 

18 0 - a s pre vio u sly ana lysed unde r V - i logica lly consis ten t with th e 

atm s anJ th e intenti o n s of e w Zealand Governments a nd legis lator . 

This exa min ation is based o n th e th esis th at the Ac t doe s no t 

reflect th e s e atms and intentions. Thi I S in fact dishonest le gisla ti o n 

s i nee Ne \\. Zea lan d G overnm e nt s did not wa nt to reveal their act ual in-

tcntions. 

This sec ti o n of th e paper argues th a t the Governments ke pt 

th ei r actual goa ls r~::garding trade m ark law reform in secret in order to 

se r ve th e ir political interes ts. and ob ta in law reform th at seemin gly com­

bined Maori expe c tati o n s with th e demands of business people wi th out 

s ub s tanti a l eco no mi c a nd public e xc iteme nt . Compari son of sections 

17 ( I )(b)( ii ) and 177 to 180 to the Governm e nt s ' and legislators ' be hav­

io urs s h ows that th e introducti on of Maori to New Zealand trade marks 

law did n ot comprise the willin gness to crea te law especiall y for Mami. 

although th e sec ti o n s · v.'ordin g sound doubtlessly unique. 

A Th e National Government 

When th e Nati o nal Government 175 decided to e mb ark o n tra de m ark law 

reform. it r e leased policy obj ec ti ves for a ne w legisla ti on . These were 

to: 17c, 

promote husine ss practices which wi ll make New Zealand 

fir m~ more competiti ve inte rn ati onall y: 

II re·duce the COStS of Li ning hu ~ ines s and the CO~ I S of COm­

pl ying ,,·ith legi slati un: 

1 ·, The· l)l;tn ,,f l ~ t \\ re·l••l'ltt g <> e' ~ hac k to the Nati onal (;u,·e· rnmenl. During la1Y reform and until the . 
I r ~ 1 d,· \'Li rk ' 1 ~ 111 ~ lllll l);, , ,,· el. th e· c;o,·c rnment ' -; k~ t din g p ~tni e s chan ged 111 a Lthnur-A IIiann' co<J ii ­

II •Hl . 
, . ,, ( .~ dl ll t c' l \ li llli iL' l ·.,t,,,, ,., lndu , ll'\ and Ll l\' il'llnlll L' nl C<lllllttiltcc "Tr;tdc· 1\ Ltrb Bi ll" (0 1 iVI ~ t \ ll)<J7 ) 
( ·11 ·. ,,n , ~ -l l ,~ ,r ~ 1 I> lit ,· '. ;illl >nal (;·o,·crnttlL:nt· <; hrua,kr pulicy llhjccLil c' are illu , tratcd umk r i-1i ami 
111 ,· ' l'' 'c ill c " h! L'c l l\ <'' llltd ,· , 11i -1iii . tOht ~tincd umln Otli c i ~ tllnl'urmati !> n ,\ t'l \ 9 8 ~ Reqll t'' l Ill the 
1111<' 11 ,· , 111.11 1'' " 1'•'11\ I .1111 \ lilll ' lrl ,r l:c·l> ll ll ltt it· l),·, c· l, pntc·nt \. 



111 enable New Zealand 's di stincti ve characteri stics to bee f-

fecti1·e ly utili sed by businesses: 

11 pro1·ide ce rtaint y for propert y right s: 

e n ~ ure the Govemme!H mee ts its Treaty of Waitangi obli-

~a t i o n ~ : 

, ., treat communi ti e~ in 1e\\' Zea land consistentl y: 

'11 more clearly establi sh the scope of the rights that can be 

obtained under track mark leg islation: 

, .,,, reduce the O\'erall co~ t s ~L soc iated with obtaining a trade 

mark: 

Th e o bj ec ti ves :.1re for th e m os t part regarding th e re duction of cos ts. 177 

and th e s tre ngth e ning of prop e rty rights .178 In addition. th e improvem e nt 

o f req uire m e nts for business peopl e 179 and th e increase of econo mic 

growth were main goals . Maori were no t express ly me ntion e d. The Na­

ti o nal Governm e nt clearly focussed on nee ds of business peopl e and 

N evv Zealand's eco nomic progress. Maori concerns did not to play a n 

important rol e at all or at leas t not more th a n other ethnic groups of 

N ew Z ealand . Th e policy goals express th e politic al view of th e N a ti onal 

party. r e tl ec tin g th e right wing of New Zealand ' s politics. 

Object v refers to obligations regarding the Trea ty of W ai-

. 180 Tl . d I f tang1. 11 s oes address Maori because th e Treaty represents t1 e un-

da m e n tal obligations of New Zealand legislation to Maori . 

It e m vi m e ntions the Governme nt ' s obligation to gua ra ntee 

fre e dom of discrimination in accordance with New Zealand Bill of Right s 

Act 181 which forbids un e qual treatment of communities in New Zealand . 

This res p o nd s to Maori since th ey are regard e d as a community of New 
IX' Ze a I a n d . ' -

In s ummary. th e Nati o nal Gov ernm e nt mainl y focused o n th e 

improv ement o r th e leg al fram ework for bu s in ess and eco no mic nee d s . 

Maori concerns pla ye d a rath e r s ub o rdinat e d role. 

1 · SL'L' ~thll , . L. \ ' I B ll hj ,· dii L'~ ii and ,·iii . 
1 · SL·c ah"' '' \ ' I B ll h·j,·Lt i,.,., i\' and 1·ii . 
1 '' SL'L' ;till liL' \ ' I 1 ~ . in. parti L·ul ;lr uhj L· Lti,.,., i and iii . 
1

' " l11 parti c·ul a r Tl t';l t l "r \Vaitan ;.: i art~-
, .1 "L'\\ /.calalld 1 ~ 111 " ' Ri !.: lll ~ c\ ct 1')')0 , , 11)( ll. ). 
I·· I < L · ~ ;' '""' oc d il k lL' IIti ;lil• :ll h,· tii L't' n i\ll:i<>ri ''II th,· " huk· and t\ l:i mi ;.: ru upi11 ~~ in p;uticul ar , ,.,. ;ihtn ,. 
\ I ~ ~ I L I 



B Th e M inistr}' of Comm erce I the Ministry of Economic Develop­

m ent183 and th e Select Comm erce Committee 

T h e M ini s try bega n in 199 1 to exa min e Maori approach es rega rdin g th e 

trad e mark Ia\\ sys te m . afte r th e a ti onal Governm e nt had appoint e d it 

w ith re \i e \\'in g th e fo rm e r Tra de Ma rks Ac t 195 3. 184 Due to th e work of 

th e es tabli s he d Maori Trade Ma rks Foc us Gro up a nd ex te nsi e consult a ­

ti o n s \\'ith Mao ri th e lini s try gain ed s ubs ta nti al kn owledge of th e p rob­

k m s reg ard in g M ao ri c ultural he rit age \ he n fo rced under current trad e 

mark la w sys te m. Th e e so urces we re a ail abl e for th e Minis try to m ake 

reco mm e n d ati o n s to th e a ti o nal Gove rnme nt and la te r th e Labo ur-

Allianc e Gove rnm e nt rega rdin g meas ures of th e ne w Trade Marks Bill. 

Th e Mini s try· s reco mm e nda ti ons include d changin g of former 

sec ti o n 16( 1) into th e uniqu e wordin g o f sec ti on 17(l )(b )(ii ). 185 Th e cur­

r e nt wordin g of sec ti on l7(l )( b )( ii ) was o nl y alte re d by a few omitte d 

word s in co mpari so n to th e Mini stry's reco mme nda ti ons .186 The Advisory 

Committ ee . reg ulat e d by sec ti ons 177 to 180 , was also es ta bli she d o n 

th e Mini s try's s ug ges ti o n. 187 In summ ary, th ese fac ts indica te th a t th e 

Mini s try mad e s ub s ta nti a l effort s to unders tand th e pro ble m of Maoti 

w ith res p ec t to trad e m a rk la w. 

Th e Mini s try· s effort s we re th e first, significa nt s teps take n to 

anal ys e thi s pro bl e m . This wo uld have bee n a good s tartin g position fo r 

law re f o rm and d es ignin g c lear and e a sily applicable legislation . In a 

c o nt ex t to M aori. thi s w ould have mea nt law th a t clearly a nswers th e 

qu es ti o n s o f wh e th e r th e la w regard s Maori concern s and , if so , o n wha t 

ex t e nt. 

Howeve r. a s th e a nal ys is of sec ti o ns 17 ( I )( b)(ii ) and 177 to 180 

s h owe d .~ ~~ th e wo rdin g o f sec ti o n 17 ( l )( b)( ii ) co nt ain s undefin ed a nd 

1'' 1 The· na m e· \) r th e· i\· lin i ~ t n ,, r Ctl lllllle rc t> wa~ altered into Mini str y or Economic Deve lopmelll d urin~ 
I"L' rl ll"lll , ,r til e· Tr ~ ld e· i\ 'brk .. \ll 1953 . In thi ~ part o r th e· p~tpe r thi s Mini stry i ~ subsequentl y c;-~ ll ed " the 
Vl ini , tr \' .. 
1 ' ~ 1\•lin i,t r ) ,, , ( ·ll lllllll'l"c'e' 1? 1' /onn t>(!lw Frudl' i\lud s : It'! l lJ5.( · Pmt 'CI.Iccl Rt ·cOIIIIII C' IIdu riOII .I ( \Ve ll in ~­
ll\11. I'J'J I 1. 'e'e' a l"' ahll\ c' \ ' . 
1'' \ lllll ' lr \ "' l ·c tl ll ll llli c· De' \'c' i<> (' llle' llt Tmdc (\ /ur/... s /i i/1: SIIJ'J'It ·ln l' llf i i/T 8ric(i11g II . ahO\'C 11 2 1. 2 -.~. 
I· •· Tlt e· \\lll ci ' '' t ill l e'; I, II IJ ;d)k ~ lllll ll eb" \\ e·re ll lll ill l'd in ' 17t 1Hh)( ii ). sc~· ~~~ ' () \' B 2(l') in deta il. 
1 · \ l1111 , 11 \ '" l ·c·•• ll •• llll c' l l e·\ ~' l '' l ' l ll e' lll '/'mclc i\Jurf... , /l t/1: Sllf 'f'l t ·lll< ' ll/111 '-" Brit/in ,~ II . ahll\'l' n 2 1. 2-.\. 
1 "' '-, ,·,· ;d '" ' ,. \ I \ ' Il l d e· I;Jil 



unte s ted terminology th a t make th e ir lega l int e rpre tatio n disputable a nd 

remains uncerta in in th e pra c tice . v ith regard to th e s ub s tanti al efforts 

'' hi c h th e M ini s try unde rt ook to e xamin e Maori problems , it appears pe­

c uliar and also questionable thJ.t th e Mi ni s try did no t s ugges t rul es that 

m o re c kare ly regulate w ho is allowe d to c laim offe nsive ness of a trade 

m ark a n d a I so w he n . 1 s•> 

In additi o n . th e Mini s try was aware th a t th ei r s uggeste d legisla­

tion did n o t appropriat<.:!ly deal wit h c ultur al herita ge of indigenous peo­

ple. A lso seve ral s u b mi ssion s to thl:! Trade Marks Bill. mostly filed by Wai 

. 190 b I -262 c lannant s and also by u sin e ss peop e . tor example a rti sts. 

. . I'l l F I I p o 1nted th1 s o ut. urt 1e rmore. t 1e lini stry a lso knew th a t trade m arks 

la w exc lu s ive ly tard ge ts trade m ark iss ues a nd thus does not a ut om ati­

ca ll y in c lud e th e legal protection of c ultura l he rit age of th e indi ge no us 

p e ople s uc h as Maori. 1'>2 Nevert he le ss. th e Ministry neither suggested nor 

eve n se ri o u s ly considered th e establi s hm ent of legislation that wou ld 

m ee t the n eeds of Maori, eve n th o ug h thi s mi ght req uire a separa te law 

sys te m s ui genens. partic ul arl y designed for Maori and in parallel to 

trad e mark law. 

H owever. the Ministry preferred to follow the Government aims. 

It s tu c k to th e policy o bj ectives of the National Government 193 and 

amended o nl y a few new ideas with regard to Maori. The Ministry im­

posed th ese concepts on eac h ot her- irrespective of whether s uc h syn­

th esis provides Maori with sa ti sfy ing res ult s or reduced th e protection of 

trad e mark right s in practic e . Th e Ministry s tat e d rega rdin g their s ugges­

ti o n o f sec ti o n 17( 1 )(b)(ii): 194 

The: prm ·isio n . . . represe nt s a compromi se . It is an endeavour to put 

in place practical a rran ge ments tha t balance the in terest llf' ~ao ri 

1' " sl'C ~d>ml' \ ' B 2 and v c 2.3 in de ta il. 
1'"' Thi ' i' ;111 11 1H.:11i n l: c la im hdmc the Wai t ~ln l: i Tribun al. Kl1ll\\' 11 ~ ~ ~ \\'a i :2 62. 
1" 1 \1 in i ' t r ~ "r 1\ ·, >11; >mic Dc· ,·dupmcnt Cluus;• In· Cluusc 1\no/rsis ~~r Suh111issions on rlw Trade Ma rk 
!f, /1 ( I" " " ' ' I '" / II ( \\ ' L'IIin ~ t u n . 29 Nun· mhcr 200 1). Mi ni s tr ~ " r Lcun1>n1ic De,·c: lnpmcnt Tm d1• 

\Ju ri,' !f i ll .· .\"1 '!' 1' ·" '1 '11/11/'\ . Uric / i'ng Ill . ahu \'t' 11 'i R. 6-7. 
I'' I Ill c' \ dlllJ ' k . \ lin i, lr \ tll Ln> lh ll11il' Dl'\'Ciup mcnl Trude i\lud,· Hill: Sl! f'f'it 'll/( ' 1/ (l/ 1'\' Briefin g II . 
,",-, ,, ,,. 11 2 1. ' -I : di"'TradL' !\Ll rJ... , Ri ll 200i (lilt' l'illllll1Clll :lr\ ). l :l . ln ~c· n cT ; il .sc·c a l "' l : d)m· c llalllllll. 

\ ,·,· :d'"' v \ I :\ i11 dc t;1il 
·• \ l 11 11 , 11 ' ' " J·, ,qJ,'llll c' l ln c· I"J ' lll c' lll 1'rud,· ,'1/ud' !! ill .· Slll'f ' li 'lllt 'lliU /'\ l!r il'/i ll <.; Ill . abli\ l' ll 'ilL 9. 



(anJ o ther s i ~nillcan l sec ti o n f the co mmunit y) and persons see k-

tn :: I n n.:gtqc:r a traJe mark. 

F urth e rm o r e . th e: tlini s try ·s dec i ion to add th e \ ord s 'inc luding Maori·· 

in sec ti o n 17( I )( h )( ii ) \\'a S ba se d o n th e int e nti on to merely introduce 

th e \\ u rd .. Maori .·· Ho \\"ev r. thi s s hou ld no t aim to provide Maori with 

greater right s than o th er g ro up s or communiti es. Th e Ministry com­

mented thi s : Jl)' 

The" mJing ... . ~ ignal] s l an intent on the pan o f the government to 

rccug ni ~e the conce rn s o f Mauri that have been expressed over a long 

pc ri o J " ·ith re~ard to intdlec tual prope rt y Ia\\". and that Maori have 

~ latu s a ~ the governme nt" s Treat y partner. 

Similar s tat e m e nt s ca n b e found in th e co mm e ntary of th e Comm erce 

Committee to th e Trade Marks Bill. There th e Committee reported that 

'· It I h e bill is int e nded to e ns ure th a t o ur trade m ark law be tte r meets the 

n ee d s of th e business community and ad dresses some Maori concerns 

regardin g th e inappropriate registratio n of Mami words and symbols as 

trad e mark s.· ·l % 

These words indicate th a t Mami concerns were not trea ted with 

particular regard. The words " to e ns ure" with regard to business needs 

and th e vvord order (business nee ds come first before Mami) affi rm thi s 

argum e nt. Th e Bill also mere ly " addresses' ' (instead of " intends to e n­

s ur e "') ··some Maori concerns" (not all th eir concerns) what shows only 

r es trict e d c o n side ration ofMaori . 

Considering th e preceding exa minati o ns. I conclude that th e Ministry 

reco mm e nd e d trade mark la w that s hows a mi xt ure of different goa ls 

(mainly Ma o ri and business/economic interes ts) since it is gro unde d on 

th e id ea of compromises . This positi o n. however. ne ith e r a ll ows th e Gov­

c rntlh: nt to S L' I up law that turn s th e res ult s. which were fo un d by th e 

L'\.; tJllltLtlll l ll -.. tlf Manri concerns. into ad equat e reg ulati o ns: no r it pro-

1'' \ lrr rr -.. l r \ , tj \ ~., lllllll\11 .. : l h·,~_· l\ 'l' lll L' lll Tntclc ·!\l lfr" ·'l/ill : .\ur'! "Cnl t ' lfl c nTIJrit :fi"ngl/l . ~thn\ L' Il 5X. I ~ . 
1" l1 .1• k \. 1. 11 I I \ ill 2 11!11111\c· c"<>l11111 c' lll ;tl"\ I. 2. 



vide s trad e mark ri g ht s ' ith s uc h l:l\ th a t improves or satisfies bu siness 

d . . 19 
p eo ple and ~e\\ · Ze al a n s eco no mt . 

C The Labour-Alliance GOl'emment 

Thi s st..· ctil)n u f th e pape r ex amin e th e Labour- Alliance Governm e nt' s 

h c h :t \ iu ur rc);!:trJin );! th e n e w tr ade m :uk le gisla ti o n. It has bee n said 

th~tt th e Cin,·e rnm e nt a c te d in a di s p ut able way . T he refore . he re th e rea ­

su n s fur it s beha,·io ur \\ill be sc rutini sed. 

A ft e r the pro blem s b e t wee n th e Maori conce pt s a nd th e c urre nt 

trad e mark law sys te m w e re a nal ysed a nd shO\ n in de tail two s tron g 

c o ntrary up ini o n s d e Ycl o p e d with re ga rd to tr ade m ark law reform . 

T he se o pini o n s like wi se r e fl ec te d th e vie ws of th e political left a nd ri ght 

wtng o r New Zealand regarding trade mark legislation . 

O n e op ini o n. mainl y re prese nt e d by th e left wmg parti es, fo­

c u se d o n th e lac k o f protection of Maori kn owledge a nd c ultural he ritage 

and w ant e d to improve th e Maori intluence o n legisla ti o n . 

Th e o th e r view, take n by th e p olitical right wing , was co ncerned 

abou t th e legitimate privil ege of Maori comp ared to other e thnical 

g r o up s s ince th e privileged position wo uld ca use di sparity a nd unfair 

trea tm e nt. The ri g ht w in g a lso s tresse d that this pri vil ege ul tima te ly 

damages th e foundations of trade mark law a nd there by ca uses negative 

e ffec t s o n trad e mark practice. 

In summary . the Government was faced with th e following di­

le mma : o n u n e hand th e new trade m ark legislati o n s ho uld provide a 

hettcr regard and pro tec ti on of Mao ri and th eir c ultu ra l and inte ll ect ual 

prope rt y. On th e o th e r hand. th e la w sho ul d pl ease de m a nd s w hi c h de ny 

a pri,ikged M~ori inllu e nce o n trad e mark legislati o n a nd wa nt to im­

prm e tra Lk mark ri g ht s o nl y \\'ith res pec t to bu siness int e res ts . 

Il l'" l'' l·r. ~ t s I ha ve s how n before . th ese opini o ns a rc co ntrary 

Il l l·~ tcll llllll· r :--.i nl·l· th q ' folio\\' co mplet e ly difkre nt p rinciple s and aim s. 
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for th e e ll L'C I1\ c pro t ~ - ti o n f tract m a rk rig ht a nd does no t inte nd to 

prote c t l'vl:il)ri h. n o '' ledge a nd c ultural pro p e rt .19 Th erefore . a satisfying 

sy nth es is l) r h o th :tpproa - he in law might b e ve ry difficult a nd consi t 

o r imilLin L· nt pro blem s. Ho\\'~Y e r. th G e rnm e nt wa ' e ll informe d 

ab o ut thi s dilemma . I 'l'> The Governm e nt ' a al o aware that c tio n 

I 7( I )( h )( ii ) and I 77 to I 0 rdl c:c t th m e re attempt to compro mi se th 

difkre nt d e mand s o r IVlaori but al so th o e of busin e s peopl e a nd ew 

Ze aland · s L'CO !ll) ll1) . 

In fact. a s 1 he Trade Ma rk s Bill wa s intr duc e d to Parliame nt. th e Bill 

''as h c a,il v critici se d du e to it s H\ori refe re nces 111 ec rio ns 17( l )(b (ii ) 

and 177 ll) 180 . For example. H o n T o ny R a ll. t\1P. cite d Jack Hodder. a n 

int e lkctu;tl pro p e rt y lawye r wh o wa rn e d th a t thi s ca uses· a clash of phi­

losoph y or indiYidual prop e rt y ri g ht s and coll ec ti ve ness no ti o n of cui-

I .. 'oo S I F •· tura property. - tc:p 1e n ranr\. s . 1P. opposed for th e mo st p art. He 

continuously attac k e d th e legislation bye ·pres sing concern s about a uni­

lat e ral. privilt?g e cl tr e atm e nt of Maori . ln hi s vie \ . this would cause ra ­

cism 1n N ~ w Zc:alancl . He al so criticised inde finit e and untes te d wording 

o f secti o ns 17( I )(b)( ii) and 177 to 180 very ofte n .201 

D es pi t c: the hars h criticism of th e law a nd several de m a nds of 

p o litical opponents in Parliame nt to explain th e m ea ning of th e law an d 

r eco n s ider it s p oss ibl e nega ti ve res ults on th e tr a de m a rk prac tice , th e 

Government. h owev~ r. r e main e d sile nt. Th e ongoing strong attacks 

a g ain s t th e legislation did n ot induc e th e supporters of th e Bill to defe nd 

th e sec ti o n s 17( I )(b)( ii) and 177 to 180 or- at leas t m ake so m e efforts -

to rchut the o pp o n e nt s · a sse rti o n s . 

Furthermore. th e Lab o ur-Alliance Gove rnm e nt gree te d th e ne w 

Ia\\ w ith L' llthusia s m . It s tresse d th a t tr ade marks law now mee ts th e 

m o d e rn SL1ndard s or tradL' mark busin ess of Ne w Zea la nd' s cono my 

and ;li s<l lai-. es re1;:trd or M:imi int e res ts. Th e Gover nm e nt point e d o ut 

I '•· Sc·c· ; d 1 ll\ c· ll :111.! II l Il l d c· L11i. 
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th at th e n e " Ac t " o uld · o mbin e tlaori a nd busin ess inte res ts and is 

th e re fo re uni4ue legis la ti o n. Fo r th e fir s t tim e in 1ew Zealand's tract 

mark L1" . legi s latio n '' o uld respond t req uire m e nt s and ex pec tation of 

M;Jo ri. 1-urth L· rm o re . th e kga l req uire m e nt s fo r business people would 

Ill1p rtl\·e s in ce th e Ia\\ pro , ·ides a be tt e r pro tec ti o n of trade mark 
:t t: ri g ht s. 

Desp it e th e o n goin g c riti ci m o f th e Bill in Parliame nt. th e Go -

c rnment o nl y bri e tl y m e nti o ned th e p r bl e m s a nd did pay not muc h a t­

tenti o n to th use. \Vhe n th e Bill wa read in Parli ame nt. several Minis te rs 

and m e mber s o r th e leadin g parti es (k ft wing) congra tul ated th e m sel es 

I . I . 'O' to thi s egis ati o n .- · 

Fo r e.x ampk. th e H o n Lail a Harre . Associa te Mi ni ster of Com­

m e rc e and memb e r o r th e Alliance p a rt y. tresse d that th e new Ia\ par­

ti c ularl y adapt s to tra de mark re la te d developm e nts on na ti onal and in­

te rnati o nal area s and thu s le ad s to a be tt e r protec tion of trade mark 

. 'll.J '0' n g ht s . - R egarding Maori. s he s ta te d:- · 

[T\ht:> bill is no t a panacea. It does not. .. dea l with all . .. issues that 

~ urround the protec ti on o f our indigenous cultural heritage. The bill 

i ~ I1L'\'e rthe l e~ s a ve ry positi ve me:1s ure, and one of wh ich thi s Gov­

e rnme nt i ~ n :- ry proud . It w ill put into law new safeguards for aspects 

o f M5ori cultural he ritage. 

S h e also m e nti o n e d "Maori have bee n incredibly ge nero us with th e use 

of th e ir culture ... It is about tim e that we recogni se th e ir ri ghts to see 

so m e pro tec ti o n o f th e ir cultural he rita ge res pected through our legisla-

ti ve .. 'oc, H I . d pro c esses . - oweve r. 1e r gratitu e tow ards Maori ge ne rosity 

see m e d n ot to cover th e es t ab li s hm e nt of a law w hich wo uld appropri­

a t e ly pro tect Ma o ri cultural and inte ll ec tual pro perty. 

In additi o n. th e Go, e rnm e nt see me d to be co mfortabl e with giv­

In g m e re l' hriL·f s tatem e nt s o f s ub s tantial co nte nt. For ex ampl e Rick 

'"' Ill d c·t a i I ~ ,·,· he· It'" I ' d ille' paragraph ). 
'"' 1111 .- \tt g thl .::' IHJI l )<)'\ \J l-'1) IU 'il) 8- IO <J IO i lir ~ l rc·ad ingl. in parti cular 10598- 10600and ( 19 No­
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BarkL·r. MP. m e nti o ned. ' ·I ha ve muc h pl eas ure in supp orting th e Trade 

M ark s Bill ." 211 - So did ma ny me m ber of th e left wing. 208 irrespective of the 

co nttnu o u s ly pro \·oc ati \'e co mm e nt s of th e right win g. 209 Ollling all hear­

in gs o r th e Bill. no Pa rliam e nt me mber ex plained for wha t reasons sec ­

ti o n s 17( I l( h)(ii ) and 177 to 180 should pa s .21 0 Eve n th e few. more de­

tailed comment s co ntaine d rath e r me re ca tchwords th an proper reason­

ing. For c x~tmpk . letriria Turei. MP. and me mb er of th e Greens com­

mentt:·cl that th e legi slati on provides at leas t limited protec ti on of Mami 
'I I cultural pro pe rt y .-

A no ther interes tin g aspec t c an be fo und in th e explana tory no te to th e 
. , t, I 

Bill that th e Gove rnm e nt rekased aft er th e B1ll had pa ssed .- -Th ere t1 e 

Gov e rnment u s~ d th ~ sam e wording that th e Commerce Committ ee had 

rccomm e nd ~d in th ~ ir comm e ntary to th e Bill .213 For th e "general policy 

s tat e m e nt'- ~ 14 o f th e Bill th e Governm e nt omitted th e word "some·· from 

th e Co mmittee's word s ' '[tith e bill ... addresses some Maori concern s.'' 

Th e refo re. th e final wordin g rega rdin g th e general policy statement to 

th e Bill says that th e law "addresses Maori concerns'- irrespec tive of th e 

fact that th e Bill had not bee n altere d with res pec t to an improved legal 

regard o r Ma ori conce rn s . 

Furth e rm o re. th ese word s beca me sec ti on 3(c) of th e Act which 

d efin es th e purpose of th e legislation . There . Maori concern s are located 

o n third position o ut of five others . A li st of positions shows th e rankin g 

a nd thus th e legal re le vanc e of eac h position . Therefore , sec tion 3(c) 

2117 (0 1 A u!.! us t 2001 ) 593 NZPD 1060 1. 
20~ See als ;1 Da vid Be-nson-Pore. MP in (0 1 August 200 1) 593 ZPD 10603: " I am pleased to ri se in 
suppmt of the hi II " m C hri s Carte r. MP in (0 I August 200 I ) 593 NZ PD 10605: " I ri se to support thi s 
exce ll e nt hill. " O r Hlln Marian 1-lnhhs. Mi ni ste r o f Environment in (0 1 August 200 1) 593 NZPD 
10606: " I am abso lut e- ly lkli~hted to support .. . the- Trade Marks Bi ll. " -
211' 1 Fm e xample. Pan~~ Wlln g. MP in (0 1 August 200 1) 593 NZ PD 10605 or Hon John Luxton. NIP in 
(01 1\ u !.! ust 200 1) 51) .1 i'\7PD 10606. 
2 1" (0 I ~\u ~ us t 200 I ) 51J .) r\Z PD 10598- 106 10 (lirst rcadin ~) and ( 19 1 m·emher :2002) 604 NZPD 
22 C)X- 2.1'iX (~c'L' llnd and third re';ldin ~). 
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' I ' TraLk 'VLtrk ~ Bill ~ ()() lithe' l'll llllllC' nl a;·y ). 2 (lntnlllucti un'i : "T!ti ~ Bill ... is int ended to ensure that 
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impli c ~ that th e c t re g a rd 1a n n e rn s to a n t mmor e · te nt. This 

implicati n n . h n " c ' c r . do~ n o t o nf rm t the prac tical re ult which th e 

Ac t ;tc tualh s ill)\\ s . 

In sum man. th e G , ·e rnme nt be haviour le ad to th e conclu-

sJon that th e Ci n ,· L·rnm ~ nt trite'd t prL! ~ nd thJt th ne w Ia\ con iders 

Maori cu ncL·rns "ith :1 bett r reg:.nd than it ac ruall 1 doe . Th refor. 1 

think that the unclear \\'Ordin g o f s~ ti n 17( l )(b)(ii ) and 177 to 180 ul­

tim:ttelv s L·n·c d th e Go,·e rnm e nt s in c th e hidde n contra e r y would 

cause less e:-;citemcnt in p o litics and th e public . The s m all but de finite ci­

tati o n o r tlaori in Ia"· sh o uld pi ·ase th > d m a nd o f th e side th a t s up­

p o rt M a ori c o nc e rn s . But like wi se it s con side rati o n of Hiori cone rns 

s h o uld he so lillie o r at lea s t mino r in it s impac ts on trade mark prac tice 

that the needs o r bu s in ess people and 1e w Ze al a nd's economy are s till 

met. Th e unclear and unde fin e d w ordin gs o f th e sections re fl ect this th e­

s is bec au s e s uch law allows va ri o us inte rpre ta tio ns of \.V hat is ac tually 

m e ant b y th e bw . Vag u e nes s regardin g the m ea ning of th e law pre­

v e nted a too stro ng criticism re gJrding the ne w la w since the rea l im­

pact s o n the trad e mark practice w e re not pre dicta ble then . This be ha -

io ur al so s h o w s that th e G overnme nt wante d to hide the continuo usly 

ex is tin g pro blem s reg.-ndin g M aori in orde r to c Jim down opposing opin­

io n s and to g e t th e law quic kly passed . The law p a sse d off as - wi th re ­

gard t o tr;.tcl e mark busin e ss but al so to Mami- a significantly improved 

trad e mark law . Th e re fo re . 1 c o nc lude that the ne w Tra de M arks Act is 

g r o und e d o n di s h o n es t inte nti o ns a nd thu s is di sho ne st legisla tion . 

VII NEGATIVE IMPACTS 

This part c..:.am1n e s th e neg a ti ve impac ts this Act ca uses . T hese 

n eg ~tti, · c e ffe c ts trace bad.; to unclear tra ck mark re g ul a ti o ns an d th e 

un s uL·L·L·s s l'ul :ttt L·tnpt to combin e M ao ri iss ues with trade mark ma tt e rs. 

lkrL· 11 is arg u e d that thi s allec ts Maori but al so bu sin ess pe o pl e 

:ts r ,·g ul ;tr tr :tlk 111ark propriL·t n rs / usc rs . s iJl CC th e Ia\\' ne ith e r mee t th e 



n ee d s u f \l ~1nr i r e~arding cu lt u ra l pr pert , no r th e bu ine s p eoples m ­

t e r es t s r cg ar c.l in ~ t r;Ju ·' mark ri g ht s as b u in ess a lu e . 

Fir s t. th e L' fkc ts o n tr ade ma rk prac tice of b u m ess peopl e a re e ·a m-

in e d 

T h e le g~d r L·quirc m e nt s rega rd in g th e u e a nd regi trability of tr ad e 

mark s c u ntainin g l\11;-!o ri ig n s ar e un ·l ea r. The re fo re . th e tra d e m ark us­

c r s/ pro pri e t lH S L·a nn o t re ly o n 1 ro tec ti n o f the ir tra d e m a rk ri g ht s. 

T hi s i s lik e ly tn d ec r e a se th e u se of laori ig ns in tra d e m arks. sm ce 

bu s in ess p eo ple n ee d a ce rtain kgislati o n rega rdin g th e ir bu siness valu s . 

Bu s ine ss pe o p le \\ ill re frain fro m u sin g Maori sig n o r even g ographical 

n;Jm es s inc e th ey mu s t b e afr a id of losin g th e ir tra d e m ark ti ght s b y 

Maori g r o up s c laimin g o !Te n si\·e n ess. In pa rtic ul a r. th e undefined, ords 

.. inc ludin g M J ori .. in sec ti o n 17( I )( b )( ii ) \ill ca u se pro ble m s in th e prac ­

ti ce. S in ce .. M a o ri .. r e fe r s in ge n e ral to Maori gro up s, eve n very s m all 

o n es vv ith exce pti o nal and p ec uli a r o pinio n s mi ght cl aim ri ghts to o bj ec t 

a s p ec ifi c trad e mark. S te ph e n Fra nks. MP m e nti o ne d in colourful Ia n-

2 1 ~ 
g u;1 ge: 

1 C l lau ~e I 7 in particular. ensures that every little group of crackpots 

that dc ci ut'~ it want ~ to try to assert a quasi-ownershi p of part of its 

bngua g<:' can go in there and make sure that no business person will 

\\' ant to u ~c that part of the language. 

In ;1dditi o n . du e t o sec ti o n 73 ( 1 ) 216 u ser s o r propri e to rs of trad e m arks 

cont a inin g M flo ri s ig n s ca n n ever compl e te ly re ly o n th e ir ri ght s since 

sec ti o n 7 :.. ( I) provid es .. an a ggri eve d p e rso n (w hich inc ludes a per so n 

w h o i s c ulturall v a u. u.ri eve d ) .. w ith th e ri ght of a tt ac kin cr trad e m ark reais-J ..... ..... '- ~ b 

trati o n at a n y tii11 L'. Th e m e re d ec larati o n that a tra d e m ark was no t reg­

is trable u1H.kr scc ti l) ll 17 ( I )( b )( ii) at th e elat e of a pplica ti o n is s ufficie nt 

t ll int L·r k r L· \\ith tLt lk mark reg is trati o n s. 

Tllu :-. 11 1:-. irr L' k' ~ tnt ,, . hL~ th c r a tra de m a r k p rop ri c to r/ u e r i, 

;~\\ ~ tr L· li L t I ; 1 " P l'L"Ii'i L· I'VJJ,) ri ~ll) tlp !'ee ls l) I'kmk d . L'\"C il th o ugh th i. Maori 

1 1 I ' I '-,e~ \l" ll lhc · l _' I Ill _' I (, 11 -l '-., / l' t) _' _\() -;' 
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g r u u p ~ ~ ' ·r: :-> nLtll o r ''\pr 

g~tl p u~ lll ll n 1:-- 'L'l"\ Iii-, ·h 

e 'X pti nal p ini n . The un e rt a in le ­

redu ~ e th u age f Hi 1i ign in tra d e 

111arl-,, _ 

h1rtll L· rm ur ·. trad' marl-, right mb d gr a t m1 ad a n-
~ ~ -

l ~ l 1;L'~ . r,) r L'"\ ~ t mpk mer · h a ndi s ing \'alu ' .- Ther f re . trade m a rk pr-

pri L' I l1 r :-- / u ~L· r :-; L' itll er " ill abando n th 1r trad m a rk s - nt ainin g Maori 

~ 1 g n ~ - , ,, r L· du L· L· th e da n ger to I sea trade ma rk a nd it m e r h a ndi in g 

c tt cL· t ()r th L'' " ill h a , ·c to spe n d a u b ta nti al a m unt f time a nd 

111 0 11 c : o tl n L t 1-, i n g L' ' t e n s i' c eo n u It at i n with M a ri to minim i e th e e 

ri s k s Thi :->. h ll \\ e \ L' l'. m ea n s add iti o n a l err n f r b u sine p o pl s ince 

thi s r e quir es lla' in g co n s ultati o n s of man y g r u p of Maori iwi. ha pu o r 

\\hJn a u. 

For L' \.ampk . A rt s tati o n . th e \uc k\an d C it c mmunit a rt s fac il­

it y . put g r e at e ffor t s int o u s in g th e Maori w rei Toi Tu fo r th e ir logo. Ac-

2 I:-> · 
co rdin g t o J u hn E ad o n. A rt s tatt o n m ade "ext n sive con s ult a ti o n \ ith 

the lo cal lwi and rcprese ntati \'es fr o m o th e r l w i" to e n sure th e appro pti-

a t c u sc o f Ma o ri w o rd s. 

Unc e rtaint y in law al so c ut s o ff g re at p a rt s of econo mic oppor­

tunitie s. F o r e \.atnple. Mao ri s ig n s in trade m a rk s ca n easily be u sed to 

m e rchandi se Nev.· Ze aland pro du c ts. Theses sig n s in trade m arks di s tinc ­

ti ve ly indicate geog raphi c al o ri gin o f good s / se rvices a nd serve as a di s­

tin c ti o n o f N nv Z e aland good s / se rvices f ro m o th e r s. Thi s mi g ht increa se 

th e pr o duct s ' s ale . 

In a dditi o n . trad e mark s ar e a c ti ve m a rke tin g m eas ures to 

s timulate to uri s m. T h ey g ive a uniqu e pi c ture of New Zeala nd by s how­

in g s ig n s o f Ma o ri c ulture o r ty pic al loc al fauna a nd fl ora . s uc h as th e 

ki w i and the sih e r fe rn d o a s pro babl y Ne w Zea la nd' s mos t fa m o us 

s 1 g n s. 

' I s ,-,. ·" '' ,, ,. 11 111 d , - ~., 11 
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m b d piritual mea ning 

accuruin ~ t ll \l :i l 'ri uno ·rstandi n g and a n a u nega ti affe t o n 

\tl a() rJ L' ultu r; li lt Ill c I k L Ill a I r r 0 p e rt y . 
r\~ ~ l ll l \\ n h ·ro r ·. · urre nt tr ad mark law and a\ th e 

Il L' '' .- \L· t ttLtppr upri: tt ·I ~ u -al \\ith 11 ~ n . a \th ugh th e G v rnm nt 

litH f Hi ti rn . In-

Jcfitl l l L' ~ lllU llll L'L'rl~li ll le ga l p r \' lSI 11 ta bli h d w hic h do no t 

pr () \ ide c kar :tnd r c liahk resul t . F urth e rm r th e G v rnm nt tr d 

tha t th e th _.,, Lt'' si~nifi ca ntl y resp n d n c n e rn - nTe p ti e 

or t h e a c tual LtL' h . Thi s is , ·c ry like ly t p r a t I a t p s tpon e n id-

c..:r~ttiuns u r de\ duping a nd e rec tin g laws w hic h pr ide a d e qu a te r ult 

rc..:~ardin ~ l\'l a(1 ri . F u r Yea r s th e c r e ati n f p :nall \legislation sui ge ne ris. 

dL·si ~ n c d fu r th e n ee d s o r Mao ri . ha s bee n d e m a nde d . This d e sire is still 

c..:.xprc..:sscd . e\ e n aft e r th e n e w trad e m a rk legi la ti on h a been e n-
. "" Jl ) 
l o rc c..: d . -

S u m mari s ino lh \..' pr ev io u s anal y s is . 1 co m to th e · o nclusion th a t th e law 

n eg ati ve ly affec t s !Vl ao ri and th e busin ess trad mark prac tl e . 

V III ( 'O NCL U SION 

R c c a pi 1 u l a 1 i 11 g. t 11L' a n a I y s i s o f t hi s pap e r. 1 h a ve com e to th e conclu sion 

that th e Il L'\\ Tr~tdc Mark s Ac t d oes n o t k ee p what it promises, n a m ely a 

bi g impro,·c..: m e nt \\'ilh r ega rd to trad e mark rig ht pro tec ti o n and - for th e 

fir s t titn c in Nc " Ze a la n d' s trad e mark legis la ti o n - rega rd fo r M aori con­

cerns . Nc \\ ZL'~tLt t H.l Clo vernm e nt es tabli sh e d a !i s h nes t legislati on that 

d es pit e ur ge nt nee d s fo r a law reform - th e prev io u s Ac t wa v ' r so 

y ..:~ tr '> ll ld ~ tnd (lhsuktc fo r a lo ng tim e - n e ith e r provide s Hiori ultural 

~ t t td tniL'IkL· tu :tl prl'PL' rt y with s ati s fying res ult s no r approp ri a t ly me t 

. ,. , , ... , , ., ,I IIIJ' "' Il l• ' ' ' I '' " ' ' ' l ~ l ' i thl' ll s,· h \\ ~ 11 / " l 'a\ c' lll \1 \ t ' ril ~ l\il \\ ill h r in ~ N/ l ~ l\\ illli \ l inc"t l l7 I;L· h-

ru ;tl \ ' 1111 " ' f l ., / J, , ., • , / ',.,, , \\ ,· lltll C: I" tl l t ' ll 



\\"h e 11 th e Trade 1\ l ark Bi ll \\'a el i u eel in Parli ame nt. th e La-

h o ur -:\lli a nce ( i n' ernment "a a wa r f th probl m th a t underpin th e 

n 1..'\\ Ia " . T il L' ( i n ' L'rnm ' Ill had detail d kn wle dge rega rdin g th e con­

tr a r y ;tpprnac h e:-; o f th , i\ lGori a n d th e th e \t e t rn- ri nte d tr ade m ark 

l;l\\ :-;~:--.ll' m ;tnd thu:-; a lso r · gardi ng th ' Bilr o nl y limit d pr te tio n of 

MJ\l ri kill )\\ kd ~e ;tn J c u ltu ra l he rit age. Is political contra ri ans a nd 

s uhmi -.~ i l) l h ;tnd r e<..:l) ll1111 Cll da ti o n s t th e Bill pointe d out th a t sec ti ons 

17( I )( h )( ii ) and 177 tu 18 0 d ue t a mbi g uo us and a bs trac t wordin g 

c;tu sc dilli c ulti ~..· :-; in pre di c tin g th ' kg al r s uit in tra de m ark prac tice. 

Ne ' L'rth e k s:->. th e CioYe rnm e nt p refe rre d to s tick to th e legi la­

ti o n irr c:-> pccti,·e or th e ex pres se d c riti ism . T he Governm e nt aime d to 

es tablish a k g i :-; latt o n that se rY ed it s p olitic al int e res ts since an. on one 

hancl . m e r e lY m o d e ra!l..' intro du c ti o n of Maori m a tt e rs but. on th e o th er 

hand . \i s thk con s iderati o n of tl ao ri by la w avoided a mood of excite­

m e nt in publi c a nd p o litic al life. T hi s allowe d th e Governm e nt to follow 

it s actual aim s and int e nti o n s w hic h e nt a il e d to quickl y p ass new trade 

mark le g is lati o n and to ex te n sive ly improve th e pro tec ti on of trade m ark 

ri g ht s w ith particular reg ard to bu sin ess a nd economic inte res ts . 

Thi s le g is lati o n n egati ve ly affec ts bo th th e New Zealand bu si­

n es s c o mmunit y and th e Mao ri . Th e s upp osedl y be tte r protection of 

Mao ri c ultural and int e ll ec tual pro p e rt y by law . in partic ul ar, will prevent 

o r at lea s t t o p os tp o n e d eve lo pme nt s of a legisla ti on s ui ge ne ri s fo r 

Mao ri a s indi ge n o us p eopl e. R e liance o n inte rn a ti o nal legal frameworks, 

that embrac e a few int e nti o n s to d evelop pro tec ti ve sys tem s for indi ge­

n o u s p eople (s till o nl y in fo rm of pre liminary draft s), does not sa ti sfy 

M aori int e res ts b ec au se th e inte rn a ti o nal proj ec ts a re continuously lack­

in g in impn)\ e m e nt and co mpl e te legisla ti o n th a t is re ady to be ap­

pli c d. ::o In m y o pinion . N e w Ze aland w a s - du e to it s a na lys is rega rdin g 

.:.:" O nl ) ,L.r ) p r c· IJJ ll iJJ ~ Ir ' rc·-. ult -. c'"' ' ' l. namel y (preliminary) dra rt ~ or legal regulati ons. For example. 
l "nit n l :'\ ~ 111 <> 11 l ·. du L· ;II i " JJ ;~ l. SL" iL' lllJii L· and C ultural Or l!a ni ~ ati ll n Prdi111 inarr l?epon o(1he Dircc!Or­
( ; ,.u, ·rul ,·"n'""""t: ' " ,, t•rl"ill lllll<l n /)rufi .' o f u C o ii\ "CI; I io ll o( 1lw Proi i'Ci iOII. n(Cul!llml (on l i' 11 1S and 

.- \ u i'"' /-_,,.,, "'""' 1 -, \ 1.\J c·IJ .::' (lll 5 l C LT -.:'005 /C'O NF. 20:-iCLD..+: W orld Intellec tual Propert y Or­
).C; lJI J , ;ill < il l. /11/""""" ' '" .\ ''' ' f., \ \If ' () Scc-rc ·fur iu l 0 11 D ru/i l 0 /1 \"I ' IIfio ll on fi ll' PrOII'Ciion o/"!111' Dil ·c r ­
"' ' <1/ ( ll fllll< l f ( ·,,111< "11 /' cllltf : \ n i slic · /:".\f iU"SSl/1 /IS ( 12 I 0\T lllher 200.:1) . 
....- iJIII '" // \\"" " II '" 11 \ l / i h. / c· ll l c · "'' l ' ' "~" ; ll i<l ll /d "c· ul ll c' lll '/ uJ IL' ~L·u _w ii'''-L' ll . pd f> ( l a ~ t a cTL'~~cd on 2, iVI ~n: h 
.::' ()( ) '\ I . \\ <>I I< I 11 11 •· 11.-, 11 1.11 1'1<'1'' "'' ' < lJ )C~ llli -.; l ti <l JI lJ ru/1 l ',-, 11 ·isiu 11 011 !li e f 'rou·c"fiun n(Trwlilionu/C'ul 

"" "' I '/''' "' " "' I '! '' • " ' ' " ; ' ·•I I ··14f, ,, , ' /"c 'f-." ,! . t .:' O .- \ ii )-: 11 ' 1 .::' 004 ) \\' 11'0/(;R"l:K I:/1(' /7(\: \\'ur ld 



th e um traJ it.: tlllll n f th, \1 ~ n appr n- h a nd th e tr ade mark Ia\ s 1 te rn-

in ~~ ~uo d :-- l:trtll l~ Jll) :-lllOll ' tat li h n law 1 te m that \ ould prot c t 

cJ 0 11 C h L' t I L' r \\ I I h I h C ' S I a b li S h 111 c 11 t f pa ra tc: Ie 2.i Iati n . one Ia\ th a t 

t th a t on e ntra t n 

tL1 ck marl..:-; llLIII c r :-> . 

IJ ll c' lk c· ltJ . tl 1' 1•' 1'' '11 \ ( li '-.: CJIJJ>;J 111>Jl /)rufr / 'u•l ·i,j , ,n 1111 rile P ro/e!"/ion of"Tr(l(/i/ ionul f\"noll1edgt' ( T f\"). 
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A IIWI" , . N n 1· l >i\ 11 /clllfll /) isrriCf Counci/1200 I I NZRM.r\ __ l HC . 

Ce r e nwlus , . l 'o li c·c· II <J<) I I 7 C R N Z 678 ( H C). 

F lint , . lle lluh l >('( u ·/i F rodu cts [1 97 --1-1 I NZLR 7 1 SC) . 

H oskin g , . Runrin .!!. 12 0051 I NZU( I (C \ ). 

N g ati Rang urulii \V/i (uwung u (/\ ssociurion ) , . Plm111ing Tribunal (30 Novem ber 

I 994 ) HC V·/N C P .3 I /9 5. 

p v D 12 000 I ' N Z LR 5 9 I ( H C) . 

Wils o n v S e fl,yn n c I 20051 NZRMA 76 (HC) . 

2 U nite d Kin g d o 111 

D i c k. L e.\ic 1- i///it ('( / 's ,- \J IJI!icurio n ( 2 5 M arc h 2003) OHIM Fourth Board of Ap peal 

R I I I / 200 2 - --1- . 

( ;/w: il iuu ·_, ! rude · .\fur/,. \ flj> li c urion 1200 2 1 RPC 628 . 
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Ln \1onftll .\t ' F oorH ·t·ur Inc ·s Att'licmion ( I -t ) -t R 

Lnuru .·\ , hln· l n~t lc · .\ f en/... l ll) l 0 1 Rl 

\1(1 .\{( ' rl//{ /1/ · , n c .\it:n I ( l) l) I I I I . ,' ) . 

SH ·al!oH · NuincouJ.\ I .Icl·., . \ f' / ' 11 l l 9-t 7) -t R 

3 1\lls fruliu 

P io n ee r Llccirn n ic· C ·ore 1· Rc · .~ isrrur ~~f'Tnt lc \larks 1 77 17 LR 4 H 

B Trade M arks Applications 

T rade M ar/.:. 1\f't'lic urio n n o :l08917. Aomki in Class 9 (_3 Marc h _QOl ) (Commis­

s i o n e r unkn ow n ). 

Trade M urk A pplic ario n n o 208918. A om/.:.i in Class 16 (_3 Marc h 2001 ) (Commis­

si o ner unkn o v-i n ) . 

Trade Mar/.:. A pplic atio n n o 636480. Kiko rang i in Class 29 ( 15 May 2003) Assistant 

Commi ss i o n e r J Walde n . 

T rade nwr/.:. opplic utio n n o 3 14865. B u/lshit in Class 32 ( 19 Jul y 2001 ) Assis tant 

Commi ss i o n e r G alla g h e r . 

Tuule 111urk UfJJ'Iic utio n n o 308 186. CLIT in Class 25 (a ban doned). 

Frurlc ·n u tr/.:. ueelicurin n n o (J3 -/.88 1. Puw in Class 25 (a bandoned). 

F t·u r!t ·llt t ll!, ll f lf l/ic u t it '" IJ (I (J-/(}CJC)5. Cl/i\1 , \ N /J CO in Closs 25 (aba ndoned). 
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Trade111ark application no 606777, Fnr-Q in Class 25 (abandoned). 

C Legislation 

I Treaties and Agree111ents 

( a) Nev,, Zealand 

Tre at y of vVait3ngi . 

( b) lnt e rnati01wl 

Trad e R e late d Aspects of Inte ll ec tual Prope rty Rights Agre em e nt (15 Ap1il 

1994) 1869 UNTS 299; (1994) 33 JIM 81. 

2 Statues 

(a) N ew Z ealand 

Hara ss m e ntAc t 1997 . 

Human Ri g hts Act 1993. 

Maori Trust Boards Act 1955. 

New Zea land Bill of Ri ght s Act 1990 . 

R~so urce 1\lbn<q;em e nt Ac t 1991. 

Il l 



Trade Marks Ac t 2002. 

(b) Oth er co untri es 

Trade Marks Ac t 19 38 (UK) . 

Trade Marks Ac t 1994 (UK). 

Trade Marks Ac t 1995 (Australia ). 

Trade Marks Act 1998 (Sin ga pore). 

3 Bills and Attached Dowments 

Trade Marks Bill 200 1 (t he commentary). 

Trade Marks Bill 200 1 (t he ex pl anatory note) . 

4 Declarations 

Mataatua Declaration on Cultural and Intell ec tual Property Rights of Indi ge­

nous People 1993. 

E Other Primary Sources 

( iu\ "(' /"111/I CIII / Juh! ic ·ufions 1111!1 Docl/lll e!IIS 

l'uri i lllll !' llllln· !l l ul< ' r iuls 
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(a) Han s ard 

(01 A ugu s t 2001 ) 593 NZPD 10598-10610. 

( 19 November 2002 ) 604 1 ZPD 2268-2358. 

(b) S ubmi ssio ns Gnd Re po rts to Selec t Committees 

(i) Pre pare d by private persons 

Baldwin Shelston Wate r s ' ·Submission to the Commerce Committee on the 

Trade Marks Bill 200 1." 

CREAT10NZ Cons ultants "Submission to th e Commerce Committee on the 

Trade Marks Bill 2001 ." 

Simpson Grierson " Submission to the Commerce Committee o n the Trade 

Marks Bill 2001." 

(ii) Pre pared by Ministe rs 

Ministry o f Commerce Review of the Trade Marks Act 1953: Advisory Committee to 

th e Commissioner a./Trade Marks (prepared for the Minster for Enterprise 

and Comm erce. W e llingto n , 15 September 1999) (Ob taine d under Offi­

cial Info rmati o n Act 1982. R e ques t to the Inte llectual Property Team. 

Mini s try of Econo mi c Develo pme nt ). 

Mini s try or Cnmm e rce Re1·ie H· of th e Trode Marks Act 1953: Arh·isorv Co111111i1tee l o 

!Ill' CnntntissionC' r o( "J"radl:' Marks (pre pare d for th e Mi nste r for Ent erpri se 

;ttH..l C tl llllll c rcc. We lling to n. 15 Sep te mbe r 1 999) (Ob t~1inc d un de r OtTi­

ci al lni"t lrlll ;lti o n :-\ c t 1982. Req ues t to th e Int e ll ec tual Prnpc rt y Team. 

l'v litli '- lr ~ t' i" Lui JWI\\ic Deve lo pm e nt) . 



Mini s try o f Commerce Trade Marks Acr 1953: Trade Marks conraining Maori im­

agen·. tt ·ords or symbols (pre pare d for th e Min s te r for Enterprise a nd 

Comm e rc e. Wellington. 23 Fe bru ary 1999) (Obtained unde r Official In­

fo rmati o n Ac t 1982. Requ es t to th e Inte ll ec tu a l Prop erty Tea m , Minis­

try o f Economic Developm e nt ). 

Ministry o f Ec o no mic Deve lopm e nt Clause by Clause Analysis of Submissions on 

th e Tmde Ma rk Bill. Clauses 1 to 70 and 71 to 205 (prepared for th e Chair 

o f th e Co mm e rce Committee . Wellington. 29 Nove mber 2001 ) . 

Mini s try o f Ec o no mic Deve lopm e nt Trade Ma rks Bill: Clause 177 (prepared for 

th e C hair of th e Comme rce Committee . W e llington. 15 Fe bru ary 2002). 

Mini s try of Eco no mic Developm e nt Trade Marks Bill: Supplementary Briefing 

(prepared for th e Chair of th e Commerce Committee, Wellington , 26 

Octobe r 2001 ). 

Mini s try o f Economic Developme nt Trade Marks Bill: Supplementary Briefing 11 

(prepared for th e C hair of th e Commerce Committee , W ellington , 13 

Nove mbe r 2001). 

Mini s try of Economic De ve lopm e nt Trade Marks Bill: Supplementmy Briefing III 

(pre pare d for th e C hair of th e Commerce Committee, We llin gton , 07 

Dece mb e r 200 I ) . 

Min s te r fo r Ent e rpri se and Comm e rc e Submission for Cabinet Economic Comm it ­

fee (pre pare d fo r th e Cha ir of th e Ca bin e t Econo mi c Co mmittee, Wel­

lin g to n. 16 Se p te mb e r 1999) (Obtain ed und e r Offi cial In fo rm a ti o n Act 

19~ 2 . Requ es t I l l th e Int e ll ec tual Prope rt y Team. Mini s try o f Eco no mi c 

De 1 e lo pm e nt ). 

!Vlin :-.lL' r l'u r Enterpri s~..· ~ 1 n d <. 'o mm c n.:c 7'mrle Mo r f.:.s \cl 1953 : fJ mfJOSlli.l./{n · /? (' ­

/illm ( jli' L'j) ~ II' L'd r,q til e Chair () r th L' Cahill l' l I ::c()Jl(ll11 i l..· (' () ll1111itt ce. w~..· l -
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lin g to n. 07 April 1999) (Ob tained under Official Information Act 1982, 

Req ues t to th e Inte llectual Property Team. Ministry of Economic De el­

o pmcnt). 

T c Pu ni Kokiri Maori and Trade /Ill arks Consultmion Plan (prepared for the Minis­

te r of Comme rc e. Wellington. Aptil 1999) (Obtained unde r Official In­

fo rmati o n Act 1982. Reques t to the Inte ll ectual Property Team. Minis­

try o f Economic Deve lopme nt). 

B Government Publications and Documents 

1 Ca/;inet Minutes 

Cabinet Economic Committee Cabinet ' ·Review of the Trade Marks Act 1953" 

(22 September 1999) ECO (99) M6/4 (Obtained under Official Informa­

ti o n Act 1982, R eques t to th e Intellec tual Property Tea m, Ministry of 

Economic Development) . 

Cabine t Economic Committee Minute "Review of the Trade Marks Act 1953 : 

Advisory Committee to th e Commissions of Trad e Marks" (22 Septe m­

be r 1999) ECO (99) Ml8/4 (Obtained under Official Information Act 

1982, R e ques t to the Inte llectual Property Tea m , Ministry of Economic 

Deve lopment). 

Cabin e t Economic Committee Minute "Review of th e Trade Marks Act 195 3" 

( 13 April 1999 ) ECO (99) 34 (Obtaine d unde r Official Information Act 

19 82. Re ques t to the Inte ll ec tu a l Pro pe rty Team , Ministry of Economic 

Developme nt ). 

Cabinet Indu s try and Lnviro nmc nt Committee Minut e ' ·Trade Mark s Bill .. (0 1 

May !l)lJ7) C IE ( lJ7) 3-J. (O btaine d un der Official Info rmation Ac t 1 98~ 

RL' L!UL'S t (!)th e lnlL'I kctual Pro pe rt y Tea m . Mini stry or Economic Dc ,·c l-

l) J'lll L' ll( ) . 
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C~binct Infra s tru c ture and Environm e nt Committee Minute 'Trade Marks Bill , 

(2 1 March 2001 ) FI ( O 1) 28 (Obtained under Official Inform a tion Act 

19 82 R eq ues t to th e Inte llectual Prope rty Te a m. Ministry of Econo mic 

Dcvclo pme n t ). 

Cabinet Minute .. Th e Trade Marks Act .. (2 6 Aptil 1999) M1113C and (28 Jul y 

1999 ) M 19/20 and (22 September 1999) M24/6D. 

) Rep orts of Gove m111e11t Departments 

(a) Di sc uss ion and Cons ulta tion p a p e rs 

Mao ri Trade Mark s Group. Maori Trade Marks: A Discussion Paper (Ministry of 

Commerce. Wellington , 1997). 

Mini s try of Commerce Intellectual Property Reform Bill- Maori Consultation Pa­

p e r (Wellington , 1994 ). 

Mini s try of Commerce Ministry of Commerce Consultation on the Reform of the 

Trade Marks Act 1953: Notes of Hui Discussion (Wellington , Aptil 1999) 

(Obtained under Official Inform a tion Act 1982, Request to th e Inte llec­

tual Pro p erty T ea m. Ministry of Economic Developm e nt ). 

Mini s try o f Co mm e rc e Reform of th e Trade Marks Act 1953: Proposed Recommen­

dmion.\· (W e llin g to n. 1991 ) 

Mini s try o f Co mm e rce Re l·ic ,, · of Industrial Proper(v Rights, Pments. Trademarks, 

ond Designs: Possihlc Oetionsfor Rt'_{onn (vo ls I a nd 2. We llin gto n. 

Jl) l) () ) 
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(b) Legal Ad vice 

Mini s try o f Ju s ti ce Lega l Arh·ice. co111pliance w ith th e Ne 11 Zealand Bill of Rights 

Act / 990: Trade Ma rks Bill 2001 (prepa re d for th e Attorn ey-Ge neral. 

Wellington. 19 Jun e 200 1) (Ob ta in e d unde r Offici al Information Act 

19 82 . Req ue s t to th e Bill of Ri g ht s/Hum a n Rights Team . Ministry of 

Ju s ti ce) . 

(c) Trade Marks Focus Gro up Minutes 

Trade Marks Focus Group Na res of the Trade Marks Focus Group Meering (Wel­

lingt o n. 25 October 1995 ) (Obta ine d under Official Inform ation Ac t 

19 82. Req ues t to th e Int e ll ectu a l Prop e rt y Tea m. Ministry of Economic 

Development) . 

Tra d e Marks Focus Group Nares of rhe Trade Marks Focus Group Meeting (Wel­

lin g to n , 31 January 1996) (Obta ine d under Official Inform ation Act 

1982, Re qu es t to the Inte ll ec tu al Prop erty Tea m , Ministry of Economic 

Deve lopm e nt). 

Trade Marks Focus Group Draft Notes of th e Trade Mark Focus Meeting (Wellin g­

ton , 16 April 1996 ) (Ob ta ined under Official Inform ation Ac t 1982 , Re­

qu est to the Inte ll ec tu a l Property T ea m , Ministry of Economic Devel­

o pm e nt) . 

(d) O th e rs 

Mini s try o f Econo mic De ve lo pment. Co mp nny Office, Bu sin es s a nd Re gis tri es 

Branc h CnlliJ )(II n· nmnes (W e llin g to n. 20 April 2000) 

< http : I / \\\\ w .mcd .guv t. n z. lri/c o_ re g/c oy nam es . ht ml > (la s t acc e sse d 

o n OX Marc h 200 5 ). 
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3 Oth er Material 

(a ) New Zc:aland 

I PO Z Pmcticul Guidelines. Sections 177-180 of the Tmde Marks Act 2002, Maori 

Arh·ison · c0 111111ittee & Maori Tmde Ma rks (Wellington. 16 September 

2004 ) <http :1 lwww . iponz. gov t.nzlpls l web/ dbssi ten. main> (last ac-

cessed o n 16 Fe bruary 2005) . 

I PONZ Procticul Guidelines, Trade Ma rks Act 2002 - Absolute Grounds: General 

(W e llin g to n. 0 8 Aug ust 2003 ) 

< ht tp: 1 lww\v. ipo nz . gov t. nz/pl slweb/db ssite n . m ain> (last accessed o n 

07 Marc h 2005 ). 

IPONZ Practical Guidelines Amendments, Sections 177-180 of the Trade Marks Act 

2002, Maori Advisory Committee & Maori Trade Marks (Wellington, 24 

September 2004) <http :I lviWVl .ipo nz.govt. nzlplslwebldbssiten. main> 

(last accessed on 16 Fe bruary 2005). 

IPONZ Maori Trade Marks Advisory Committee Annual Report 2004 (Wellington, 

03 December 2004) 

< http : I lwww. iponz. gov t. nzlpl sh ·ve bldbssi te n. main> (last accessed on 

16 F ebruary 2005 ). 

IPONZ Maori Tmde Marks Advison' Committee (Wellingto n, 30 July 2004) 

< http: I lwww .ipo nz .gov t. nzlpl slwebldbssi te n. main> (last accessed o n 

16 F e bruary 2005 ). 

(h) lntcrnati o nal 

\V() rld ln tc lk'c tu ~tl Prl1pcrt y Or~ ani s~tt io n. Int e rgovernm e nt al Comm itt ee L) ll 

lnt c lkct u<tl Prupcrty and (i c nc ti c Resource · . Tradi ti onal Kn owledg e 

;t nd Fl'l" lll l' \.' / )ut/i l'r()l· isio ll (II/ Ill£' Pro/('Uion o f' Troditimwl C ult urul /:'. \ -



press im1s!Express io11S of Folklore (TCEs). (20 August 2004) 

WIPO/GRTKF/IC/7/3 . 

W o rld Int e ll ec tual Pro p e rt y Organi sa ti o n. Inte rgovernmental Committee on 

Intellec tual Pro pe rt y and G e ne ti c Reso urces. Traditional Knowledge 

and Folklore Draft Provision on th e Protection of Traditional Knoll-ledge 

(TK ). (2 0 A ugu s t 200-l-) WIPO/GRTKFIIC/7 15 . 

W orld Int e ll ec tual Pro p e rt y Organi sati o n. Information Note by WIPO Secretariat 

011 Dra.fi Con1 ·ention on th e Protection of th e Diversity of Cultural Contents 

and A rtistic Expressions ( 12 Nove mb e r 2004 ). 

<http: I lvl ww . wipo. int/tk/e n/coope ra tion/docume nts/un esco_ wipo_en. 

pdf> (l as t acc esse d on 28 March 2005). 

United Nation Education a l. Sci e ntific and Cultural Organisation Preliminar)' Re­

port of th e Director-General containing f\vo preliminmy Drafts of a Con­

vention of the Protection of Cultural Contents and Artistic Expressions (3 

March 2005) CLT-2005/CONF.203/CLD.4. 

Unit e d Nation Educatio na l, Sci e ntific a nd Cultural Organisation , Exec uti ve 

Board , 171 st session Report by the Director -General on the Progress to­

wards the Draji Convention on the Protection of the Diversity of Cultural 

Contems and Artistic E.>.pressions ( 17 March 2004) 171 EX/44 . 

4 Person([/ Conununicatio11s!Emoils 

Eadon. J o hn . Mana ge r Art s tati o n. Auckland City co mmunity a rt s facility. to th e 

auth o r o r thi s pap e r (24 Fe bruary 2005) e mail 

< J o hn . Ead c n @ a uc kla ncl c i ty. gov t. nz >. 

\Vadd ~..· ll . Ke iT). Managin g Direc to r !l ana Coac h Se rvi ces. to th e: auth o r o r thi s 
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